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APPELLANT'S BRIEF.

These are appeals from the District Court of the North-

ern District of Cahfornia in two suits involving alleged

infringement of United States Letters Patent. The two

suits were consolidated for trial in the District Court

[I. - 117*]. The two appeals come before this court to be

heard upon a single record [III. -1175]. The District

Court sustained the patents in suit and held infringement.

Defendant appealed. Herein we shall refer to the parties

as plaintiffs and defendant, as in the court below. No
question of pleading is involved.

*Herein the Roman numeral refers to the vohmie of the record, fol-

lowed by the page number.
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Jurisdiction.

No question of jurisdiction of either the District Court

or of this Court is involved. The controversies are ones

arising under the patent laws, of which the District Court

has original jurisdiction (Judicial Code, Sec. 24, and the

Declaratory Relief Act, Judicial Code, §274d ; 28 U. S. C. A.

§400). Defendant was properly sued in the district of its

incorporation and inhabitancy. The appealed judgments

or interlocutory decrees were entered ^^m 16, 1939 [I-

137-41; 188-192]. Notices of appeal were filed "f^^^^,

{^^1939 [I. -192, 193] (within thirty days thereafter)

(Judicial Code, Sec. 129).

Statement of the Case.

On January 20, 1938, plaintiffs filed their Amended

Complaint in Equity cause 4090-R [I. -9-16] alleging the

grant of Lindstaedt patent No. 2,036,638, April 7, 1936;

plaintiffs' title thereto; and infringement thereof. On
January 20, 1938, defendant filed its Answer and Cross-

Complaint or Counterclaim [I. -16-58]. In answer to

plaintiffs' complaint, defendant pleaded divers defenses

as to validity and non-infringement of the Lindstaedt

patent and for cross-complaint or counterclaim under the

Declaratory Judgment Statute pleaded the grant and

issuance of the Turnbow patent No. 2,091,840, August

31, 1937; the ownership thereof by plaintiffs; threatened

suit thereon by plaintiffs against defendant; that said

Turnbow patent was invalid upon divers grounds; and

non-infringement thereof by defendant. On February

14, 1938, plaintiffs filed their Answer to said Cross-

Complaint or Counterclaim [L- 58-66]. The case was

thereupon set for trial and coming on for trial on Novem-

ber 30, 1938, plaintiff's having, on November 25, 1938, filed
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the second suit Civil Action No. 21067-R alleging the

grant and ownership of said Turnbow patent and alleged

infringement thereof [L -142-9], and on November 30,

1938, defendant having filed its Answer [I. -149-69] in

said Civil Action, the District Court ordered a consoHda-

tion of the said suits for trial [I. - 117]. The original suit

by the Complaint, the Answer and Counterclaim, presented

the issues of validity and infringement of the Lindstaedt

patent and by defendant's Cross-Complaint or Counter-

claim and plaintiffs' Answer the issues of infringement

and validity of the Turnbow patent. The second action

only repeated the issues of defendant's Counterclaim in

the first suit.

The District Court adjudged the Lindstaedt patent

valid and infringed as to claims 2, 3, 6, 8, 11 and 12

[1-139-141] and the Turnbow patent valid and infringed

as to claims 1, 2 and 7 [I. - 188-192]. In both cases the

Decree provided for an injunction against defendant mak-

ing, using or selling any product in infringement. The

appeals herein are from the grant of said injunctions

(Judicial Code §129).

The Lindstaedt patent is entitled "Parasiticide'' and

"relates to toxic substances, and particularly to parasiti-

cides for internal use in animals, such as dogs, chickens

and cattle' [IV. - 1200, col. 1, 11. 1-3]. The patent states

that the alleged invention "has for its chief object the

preparation of a parasiticide which may be administered

internally, and which will effectively destroy or cause an

expulsion of parasites such as round worms, without de-

stroying the life of the animal" [Id., col. 1, 11. 4-9]. The

alleged invention is based upon the hypothesis that

"Alkaloidal substances such as nicotine, coniine, or their



salts such as the sulphates, in sufficient quantity, are effec-

tive for destroying parasites such as round worms in

animals." [Id., col. 1, 11. 20-23.] That 'Tf any of these

substances are administered alone, it has been found that

quantities thereof sufficient to destroy the parasites will

also destroy the life of the animal." \Id., 11. 23-27.] The

patent states that "For example, 5 to 10 milligrams of an

alkaloidal substance, such as pure nicotine or nicotine

sulphate, is a lethal dose when placed in the mouth of a

chicken. Quantities less than this amount are not efficient

for the destruction of the parasites. In view of this, the

use of these compounds alone is impractical." [Id., 11. 27-

33.] The patent then states that the alleged invention

''comprises a toxic substance such as an alkaloidal sub-

stance, in quantity sufficient to destroy internal parasites,

and a substance which protects against the effect of a

normally lethal dose of the toxic substance." [Id., 11. 36-

40.] The patent then states: 'T have found a number of

the latter substances which are suitable for the purposes

described." [Id., 11. 40-42.] It sets forth that the

invention "comprises the product resulting from the com-

bination of an alkaloidal substance such as coniine, nico-

tine, or their salts such as the sulphates or nitrates, and

an organic substance of colloidal nature." [Id., col. 2, 11.

2-6] ; and in column 2, lines 5 to 23, sets forth numerous

colloidal substances which may be used to protect "against

the effect of a normally lethal dose of the toxic sub-

stance". Each of these named colloidal substances are

by the patent equivalents, - i. c, may be selected for such

use at the option of the user, "In preparing the parasiti-

cide, it is preferred to form approximately one gram

pellets, containing 70 to 80 milligrams of any of the

described alkaloidal substances and about 900 to 1000
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milligrams of any of the described substances of colloidal

nature." (Emphasis supplied.) [Id., p. 1, col. 2, 11. 24-29.]

Thus the patent teaches a proportion of 1 part of alkaloidal

substance to approximately lO-p to 15— parts of holding,

or colloidal substance (70 to 1000 or 80 to 900). As

optional for a mixture of toxic and colloidal substances

compressed into a pellet, Lindstaedt describes as an

equivalent enclosing a dose of nicotine (lethal to chickens -

70 to 80 mg.) in a gelatine capsule. [Id., p. 2, col. 1, 11.

36-40.]

The patent teaches that the colloidal substance is used

as a holding means or carrier for the alkaloidal substance.

That there is no true chemical combination of the two

substances. "The product resulting from the combination

of a colloid with an alkaloid is chiefly an adsorption

and/or absorption product of the alkaloidal substance by

the substance of colloidal nature. In this condition the

toxic substance cannot pass through the semi-permeable

lining of the stomach and into the system. In the claims

the phrase 'colloidally held' is used to mean 'absorbed

and/or adsorbed'." [Id., p. 1, col. 2, 1. 54, to p. 2, 1. 7.]

The alkaloidal and ground colloidal substances are

thoroughly intermingled and, instead of being left in the

finely divided state, are compressed into pellets. The

patent states the composition "may be prepared by thor-

oughly mixing, in a large batch, suitable quantities of the

alkaloidal substance and the finely divided substance of

colloidal nature; drying at a moderate temperature in-

sufficient to cause excessive volatilization of the alkaloidal

substances, but sufficient to cause loss of excess moisture;

and, after the mass has dried and the substances uniformly

distributed, compressing portions thereof in approximately

one gram pellets by any suitable or known means." [Em-
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phasis supplied; Id., p. 1, col. 2, 11. 29-39.] Therefore,

the patent teaches after the compound has been made to

then compress portions thereof into pellets, although an

equivalent thereof is described as placing a lethal dose

of alkaloidal substance in a gelatine capsule [Id., p. 2, 11.

33-40].

The Turnbow patent discloses as the toxic or alkaloidal

substances nicotine, nicotine sulphate and kamala [IV. -

1204, col. 1, 11. 44-46]. Turnbow's sole holding agent or

colloidal substance is agar-agar. When agar-agar is so

used, the agar-agar is mixed with water to form a colloidal

solution and while hot the toxic or alkaloidal substance is

added [IV. - 1203, col. 2, 11. 39-46]. "While the entire

mixture is still hot it is cast into moulds and allowed to

cool and set." [Id., 11. 51-53.] The two gram particles are

then dried "until it has been reduced to one-half of its

original size. * * * gf ^j^g proper size for administer-

ing in doses." [IV. - 1204, col. 1, 11. 9-12.] This "proper

size", i. e., one gram particles, is the finely divided condi-

tion referred to in the Turnbow patent claims. Turnbow

described an alternative procedure, /. e., instead of reduc-

ing the jellied material, the two gram particles, before

drying, such material "may be chopped up into com-

paratively small particles and dried, or it may be dried and

then ground to the size particles desired." [IV. - 1204,

col. 1, 11. 15-17.] It is inconceivable that anyone would

deny it was within the most ordinary skill of a workman

skilled in the art to reduce the size of a material by

grinding. This is a common expedient in pharmacies, -

ordinary drug store practice. It is defendant's position

that this Turnbow patent discloses nothing amounting

to invention over the Lindstaedt patent. The applica-

tions for both of said patents were copending in the
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Patent Office. An interference proceeding was instituted

to determine priority. Turnbow conceded priority of in-

vention to Lindstaedt and judgment of priority was

entered accordingly (Plffs. Ex. 3 -A). Turnbow pur-

chased Lindstaedt's invention and patent. Turnbow's

formal acknowledgment that, and the judgment of priority

that, Lindstaedt was the prior inventor establishes all that

is described within the Lindstaedt patent as prior knowl-

edge, prior invention, and in these senses anticipatory prior

art, to Turnbow's alleged invention.

Defendant is a cooperative farmers' exchange. It pur-

chased and sold to its members a parasiticide known as

''Alexander & Son's Kon-Trold Nicotine". The only

evidence in the record, respecting the composition of this

product, is the representations contained upon the labels

on the cartons containing the product. (See Plaintiffs'

Exhibits 7, 12, 13, and the testimony of plaintiffs' expert

Ramage respecting chemical analyses made by him of such

product and his deductions from such analyses, and Dr.

Leake's testimony that Ramage found in defendant's

product substances "in the proportions of 10 parts rosin,

7 parts fuller's earth, 2 of casein and 1 of nicotine"

[III. -1093].) Such label contains: "Active ingredients

'Kon-Trold' Nicotine equivalent to Nicotine Alkaloid

5%/^ Inert 95%" (Front panel) and "Kon-Trold Nico-

tine is made by a special process which houses the 40%
Nicotine solution in a chemical compound that controls

the release of the Nicotine, so that it can be given to

*Plaintiffs' expert Ramage testifies that as a result of chemical analysis
he found 4.2% nicotine in defendant's product [I. -250].



poultry with no toxic reaction on the birds. Kon-Trold

Nicotine is not liberated in crop or gizzard of the bird,

but is released full strength by the alkaline digestive

juices in the intestines" (Rear panel). In other words,

this product contains 5% of toxic or alkaloidal substance

and 95% of holding substance, - 1 part to 20 plus parts

;

while Lindstaedt's patent teaches a proportion of 1 part

of alkaloidal substance to approximately 10 plus to 15

minus parts of holding or colloidal substance.* The

materiality of this difference will become more apparent

and of greater importance when we come to consider the

prior patent to Lloyd No. 1,250,331 [IV. - 1520 - Defts.

Ex. YY]**, which provides for a ratio of 1 part of nico-

tine to 20 parts of colloidal substance. The alleged

infringing compound follows the prior knowledge of this

Lloyd patent in providing a compound in which nicotine

is 5% thereof and 95% thereof is "inert", /. c, holding

colloidal substance. This alleged infringing product is

not a pellet, but is in a finely divided state, /. c, granules,

varying from powder to the size of a common pin-head

(Plffs. Ex.'s 7, 12, 13). Said Lloyd patent in 1917 gave

public knowledge of producing an "alkaloidal compound"

having the proportions of "1 part of nicotine to 20 parts

of magnesium silicate" (no filler is used) and made public

*Plaintiffs' expert Ramage testifies that when a filler is used [patent,

p. 1, lines 43-53] the nicotine varies from 6.4% to 8.2%, ihc colloid from

91.8% to 93.3%, the remainder the filler [I. -264].

**This Lloyd patent was not cited or considered by the Patent Office in

examining either the application for the Lindstaedt or the Turnbow patent.

The prima facie presumption of validity is thus overcome (Mettler v. Pea-

body Eng. Corp., 77 F. (2d) 56, 58 -C. C. A. 9).



—9—

knowledge (which is paraphrased in the above second

quotation from the label of defendant's product), that

such a compound would not have toxic effect. This Lloyd

patent explains the principle involved and made use of. -

"The contents of the stomach are usually slightly acid,

whereas the intestines are slightly alkaline. Hence the

alkaloidal compounds of my invention will pass through

the stomach, without the alkaloids or alkaloidal salts being-

dissolved, and in the intestines the alkaloids or alkaloidal

salts will be dissociated." [IV. - 1520, lines 21-28.] This

is the identical principle upon which both Lindstaedt and

Turnbow base their product [I. -419]. Plaintiffs' expert

Ramage summarizes this Lindstaedt patent: "The patent

teaches the use of a toxic substance in quantities greater

than the normal lethal dose, combined with a colloidal

holding agent to prevent the toxic action and permit

the administration of a much larger quantity of the toxic

substance than would be possible if the colloidal holding

agent were not present; in fact, the quantity of toxic sub-

stance approximating ten times the normal lethal dose can

be administered when following the teachings of the patent,

without killing the chicken" [L - 267]. It cannot be denied

that the Lloyd patent discloses every iota of this teaching.

The fact that defendant's product embodies such a toxic

substance (nicotine) in quantities greater than the normal

lethal dose, mixed with a colloidal holding agent to carry

the toxic substance through the stomach and into the

intestines, does not show defendant's product has appro-

priated any novel principle, newly discovered by Lind-
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staedt. On the contrary, defendant's product only utilizes

the public knowledge so made public by the Lloyd patent.

There is no denying that magnesium silicate is a colloidal

substance [II. - 811, I. - 340, I. - 395]. There is no deny-

ing that nicotine is carried or controlled by magnesium

silicate. There is no denying that the principle involved

is "adsorption and/or absorption" of the nicotine by the

magnesium silicate (colloid). Other publically known

compounds anticipating in whole or part both the Lind-

staedt and the Turnbow patents were introduced in

evidence.

Appellant's attorneys are advised for the first time,

while preparing this Brief, that the District Court pre-

pared and filed a "Memorandum Opinion". This has been

omitted from the printed record in this case. A certified

copy thereof has been filed with the Clerk of this Court

and this Memorandum Opinion is printed in the Appendix.

A reference thereto will scarcely aid this Court in deter-

mining the reasoning of the District Court upon the issues

of this litigation. Upon the filing of such Memorandum

Opinion, Minute Orders were entered that a Writ of

Injunction issue and a Decree be entered "upon the Find-

ings of Fact and Conclusions of Law to be prepared by

the attorneys for the plaintiffs pursuant to Rule 42 of

this court" [I. -170 and I. -118]. Such Findings of

Fact and Conclusions of Law so prepared by the plain-

tiffs' attorneys and signed by the District Court are the

only indicia of the reasoning of the District Court.
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The Questions Involved.

The questions or issues involved in these appeals and

requiring consideration and determination by this Court

may be stated as

:

1. Is the Lindstaedt patent valid; particularly is

either claim 2, 3, 6, 8, 11, or 12, thereof, valid?

This involves issues of anticipation and want of inven-

tion predicated upon prior patents and printed publications,

respecting which there is no dispute as to their priority

in time; and predicated upon prior public use, dependent

upon both record and oral evidence.

2. Is the Turnbow patent valid; particularly is

either claim 1, 2, or 7, thereof, valid?

This question involves similar issues predicated upon

proofs of the character just referred to respecting the

first question and also the fact that the Turnbow patent

and these claims thereof are anticipated by the admitted

and adjudged prior invention thereof by Lindstaedt as

disclosed in said Lindstaedt patent.

3. Is either claim 2, 3, 6, 8, 11, or 12, of Lind-

staedt patent or claim 1, 2, or 7, of the Turnbow

patent infringed by the product "Alexander & Son's

Kon-Trold Nicotine" sold by defendant?

4. Are each of the respective Findings numbered

10 to 21, both inclusive; 24 to 30, both inclusive;

35 to 43, both inclusive; in the case 4090-R [I. - 121-
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131] ; and numbered 10 to 28, both inclusive; and 31

to 39, both inclusive, in the case 21067-R [I. - 174-

182] ; contrary to and unsupported by the evidence,

and insufficient to determine any of the issues of

validity or infringement of either the Lindstaedt or

Turnbow patent?

5. Is the Lindstaedt patent No. 2,036,638 void

because anticipated by the prior Lindstaedt patents

Nos. 1,776,862, 2,007,721 and 2,007,722 [IV. - 1332-

1341] (Defendant's Exhibits H, I and J, respect-

ively), and does it constitute double patenting of the

subject-matter of either of these three prior Lind-

staedt patents ?

6. Are the Lindstaedt and Turnbow patents void

for insufficiency and uncertainty of description?

7. Are the claims of the Lindstaedt patent void

for indefiniteness and because they seek to cover the

function or effect of the composition of matter and

do not specify the proportions of the ingredients?
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The Lindstaedt and Turnbow Alleged Inventions.

The sole substantial difference between the Lindstaedt

and Turnbow patents as disclosing- invention is that Lind-

staedt teaches mixing an alkaloidal substance (nicotine or

kamala) with a colloidal substance and then compressing

the mixture into tablets, while Turnbow stops short of

compressing the mixture and specifically refers to grind-

ing the mixture "to the size particle desired" [IV. - 1204,

1. 17]. It is therefore believed repetition will be avoided

by considering together the disclosures of these two

patents, bearing in mind that it is a well-established

principle that the changed form of an article, from its

condition in bulk to small particles, by breaking, bruising,

slicing, rasping, filing, grinding, sifting or other mechani-

cal means, does not make it a new article, in the sense of

the patent law. (Milligan and Higgius Glue Co. v.

Upton, 97 U. S. 3: Sanitas Nut Food Co. v. Voigt, 139

Fed. 551, 553 (C. C. A. 6); Corona Chemical Co. v.

Latimer Chemical Co., 240 Fed. 423.)

In limine, we call the Court's particular attention to the

fact that although the record herein discloses that the

plaintiffs tried and submitted these cases upon the theory

that the Lindstaedt and Turnbow patents and inventions

related solely or peculiarly to a parasiticide or vermifuge

for fozvls or chickens, such is not the fact. While the

record is replete with an alleged history of the use of

parasiticides to remove round worms from fowls, neither

of these patents is limited to any such use of the com-

position of matter or article asserted to be covered thereby.

The Lindstaedt patent states the alleged invention "relates

to toxic substances, and particularly to parasiticides for

internal use in animals, such as dogs, chickens and cattle"

[IV. - 1200, 11. 1-3].
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Similarly, the Turnbow patent states that the invention

"relates to improvements in vermifuge preparations and

has to do more particularly with a compound for the eradi-

cation of worms from the intestinal tracts of animals"

[IV. -1203, 11. 1-5]. That there was not even an inten-

tion to limit the claim of invention to a parasiticide

specially adapted for use with chickens or fowls is further

emphasized in the Lindstaedt patent in 1. 11, p. 1 [IV.-

1200] : "will not cause serious illness in the animal after

being administered". Neither of the claims of the Lind-

staedt or Turnbow patents adjudged infringed in any

manner refer to fowls or chickens. None of the claims

in suit evidence any assertion that it required invention

to use the claimed product for fowls over its use for

dogs or cattle, or that any problem existed in its use for

fowls which problem did not exist in its use for dogs

or cattle. Nor does either the Lindstaedt or Turnbow

patent distinctly point out or claim anything wherein or

whereby the product is more efficient for one or the other

or anything that peculiarly adapts it for use with fowls.

If there could be any virtue of patentable novelty in the

use of the claimed article when used for fowls or chickens

over its use for animals, "such as dogs" or "cattle", this is

immaterial to the validity of the patent, the claims of

which are not so restricted. As said in Morton v. New
York Eye Infirmary Co., Fed. Cas. 9865, "Neither the

natural functions of an animal upon which or through

which it may be designed to operate * * * can form

any essential part(s) of the combination". The claimed

product is the same regardless of its use and here we

deal with patents for a product. If the invention existed

in a treatment of fowls, that is not the invention patented,

which is a parasiticide or vermifuge,—which is a patented

entity without regard to its use. At no place in the
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description or in the claims in issue of either the Lind-

staedt or Turnbow patents is there any reference to a

particular use of the claimed parasiticide with fowls alone

except Lindstaedt patent p. 1, 11. 47-50 [IV. -1200], and

here the statement is simply that: "As an example 70 to

80 milligrams of alkaloidal substance may be administered

in this fashion to a chicken, without destroying" its life."

Lindstaedt and Turnbow Patents.

These patents are granted for a product and not for

a method of making them or for a method of using. The

Lindstaedt product is a mixture of an alkaloidal substance

and a colloidal substance. Lindstaedt mentions only three

alkaloidal substances,—nicotine, coniine (and their salts)

and kamala. His specification asserts that an "organic

substance of colloidal nature" may be used [IV. -1200,

col. 2, 11. 5-6] and names as equivalents proteins, gums,

rosins, powdered starch and powdered soap [id., 14-23],

including agar-agar. Turnbow's disclosure is limited to

nicotine as the toxic substance and to agar-agar as a

holding substance. Lindstaedt claims 2 and 11 are not

even limited to alkaloidal substances, but assert and

include any toxic substance and are broader than the

specification and invalid for this reason. These claims

call for a medicinal compound or parasiticide comprising a

toxic substance in quantity greater than the normal lethal

dose and a colloidal substance for colloidally holding the

toxic substance to protect against the lethal effect of

such dose. The only mention in the patent of what is a

lethal dose is on page 1, 11. 27-30, and this is limited to

"a lethal dose when placed in the mouth of a chicken".

What would be a lethal dose for a dog, or a cow, or a

horse, is not mentioned, yet the patent asserts that the
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invention relates to toxic substances for "internal use in

animals," and includes in the class "animals" dogs and

cattle, and the claims are coextensive with the specifica-

tion. They do not even assume the compound is to be

used solely for chickens or that there would be or is any

patentable invention or difference in such a compound

peculiarly adapted for use with chickens. If there be such

a special composition of ingredients as to adapt the product

for use with fowl over its use with animals generally as

to constitute invention, it was the duty of the inventor,

in compliance with the Statute, R. S. U. S. 4888, not only

to have fully described and set forth the specific ingredients

and proportions but to claim such proportion of ingredients

so as to claim distinctly in the patent claim such patentable

invention or difference. This is totally absent in the Lind-

staedt and Turnbow patents. Therefore, an attempt to

limit the claims to a proportion of ingredients having

peculiar efficacy or adaptation for fowls renders these

patents void for insufficiency of description.

"But when the specification of a new composition

of matter gives only the names of the substances

which are to be mixed together, without stating any

relative proportion, undoubtedly it would he the duty

of the court to declare the patent to be void. And the

same rule would prevail where it was apparent that

the proportions were stated ambiguously and vaguely.

For in such cases it woidd be evident on the face of

the specification, that no one could use the invention

without first ascertaining, by experiment, the exact

proportion of the different ingredients required to

produce the result intended to he obtained. * * *

And if, from the nature and character of the in-
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gredients to he used, they are not susceptible of

such exact description, the inventor is not entitled

to a patent." (Emphasis supplied.)

Wood V. Underhill, 5 How. 1.

Cf. General Electric Co. v. Wabash, 304 U. S.

364, 369; Preston v. Manard, 116 U. S.

661; Germer Stove Co. v. Art Stove Co.,

150 Fed. 141 at 145; National Theatre

Supply Co. V. Da-Lite Screen Co., 86

Fed. (2d) 454, 455.

As said in American Lava Co. v. Steward, 155 Fed.

731, 736:

"We think it may be affirmed as a rule resting upon

the fundamental principles of patent law that, where

the essence of the invention is the location, form,

size, or any other characteristic of the means em-

ployed, the patentee must distinctly specify the pecu-

liarities in which his invention is to be found."

Cf. Standard Brands, Inc., v. National Grain

Yeast Corp., U. S. Sup. Ct., November 6,

1939, unreported, 43 U. S. P. Q. 202, 203.

There can be no denial that the Lloyd patent No.

1,250,331, Defendant's Exhibit YY [IV. -1520] not

only describes the medical principle upon which such a

medicinal compound or parasiticide works but also dis-

closes such compound. Inasmuch as a patent is addressed

to one skilled in the art, the Lloyd patent discloses that

the colloidal substance protects or holds the toxic sub-

stance by the adsorption or absorption of the toxic sub-

stance by the colloidal substance.* Whatever amount

*Sce testimony Plaintiff's expert Ramage I. -318-319; 424-5; 428 that

alkaloids are held by the snbstance of acid colloidal character is a matter
of general chemical knowledge, etc.
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of toxic substance or alkaloidal substance is a lethal dose

for the particular animal is protected or held, in the

manner and sense of the Lindstaedt patent, by mixing

the toxic or alkaloidal substance in the proportion of

1 to 20 of the colloidal substance. Neither the Lind-

staedt patent nor the Turnbow patent discloses any dis-

covery of any new proportions of toxic or alkaloidal sub-

stance to colloidal substance. Unless the Turnbow patent

is limited to a particular colloidal substance:- "agar-

agar" (not a new discovery, not novel because known and

used in the prior Lindstaedt invention), or is distinguished

by finely comminuting the mixture (not invention as we

have heretofore pointed out), Turnbow's product is also

merely a mixture of an alkaloid and a colloid and the

Turnbow patent is void as anticipated by Lindstaedt's

prior invention thereof, as conclusively established by

Lindstaedt's application for patent, (Alexander Milhurn

Co. V. Davis-Bournonville Co., 270 U. S. 390, 70 L. Ed.

651).* While it might be asserted that it might be an

advantage to more finely comminute the mixture when

used for chickens than for other animals, such as dogs or

cattle, the patent does not disclose any degree of com-

minution which is critical, even for use with chickens.

The only advantage of such comminution when the com-

pound is to be used for chickens is to accommodate it

more readily to the mouth and throat size of the chicken.

In more finely divided state it may be mixed with the

chicken-mash feed and thus readily fed to a chicken. The

*The Patent Office Examiner recognized that Lindstaedt's product was

"finely divided". This is conclusively shown by reference to the notice or

declaration of interference (Pltfs. Ex. 4, paper 17, Turnbow file wrapper),

wherein Turnbow's claims upon a "finely divided" composition are held in

interference with the Lindstaedt application. That Lindstaedt subsequently

presses his into pellets docs not affect this holding.
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Turnbow patent, however, makes no mention of this and

only refers to a one-gram size,—not to fine division,

partly powder, as is defendant's product. "Finely divided"

is a very indefinite term, used in this Turnbow patent,

to dififerentiate over Lindstaedt's described product. Yet

Turnbow's "finely divided" product is "one-half of its

original size" [IV. -1204, 1. 10], /". e., one-half of the

two-gram particle [1. 8]. If the Turnbow patent be

limited within the limits of particle size therein prescribed,

defendant's product does not infringe. Defendant's product

is not of one-gram size. Nor is plaintiffs' product,—except

its one-gram pellet. Plaintiffs make both a powder and a

pellet. It is in very fine granules and powder, comparable

to defendant's product as in Defendant's Exhibits 7, 12

and 13. Said Lloyd patent discloses such a mixture or

product and sets forth the very principle involved in its

use. Neither Lindstaedt nor Turnbow was the discoverer

that by mixing a toxic substance and an alkaloid (nico-

tine) with a colloid (/. e., magnesium silicate or Fuller's

earth), a product was formed whereby the alkaloid "will

pass through the stomach, without the alkaloids or alka-

loidal salts being dissolved and in the intestines the alka-

loids or alkaloidal salts will be dissociated" [Lloyd patent,

IV. -1520, lines 24-28].

In the District Court plaintiffs contended that the Turn-

bow patent disclosed invention because the finely divided

condition of the product adapted it for mixing with

chicken-mash. That this avoided the difficulties encoun-

tered in feeding pellets to chickens. Plaintiffs did not

contend that this made a different product, but merely

that it was more available for a particular manner of

use. The Turnbow patent makes no reference to this.

Plaintiffs' expert Ramage, on cross-examination, inter-
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rogated as to his understanding of "finely divided condi-

tion" as used in the Turnbow patent, testified, " 'compara-

tively small particles,' which would indicate that you have

definite particles rather than dust, and that they are

considerably smaller than a pellet. * * * /i^ pellet

ordinarily administered would be 1 or 2 gram size" [11.

-

534]. "I would say the pellets would be from one-eighth

to a one-quarter inch in thickness, and from a quarter to

a half an inch in diameter, something of that kind." [Id.

534-35.] ''You could not set mathematically the limits from

the information given here. The pellet would be a ma-

terial that would be adapted to administration in a single

dose to give the necessary action as a parasiticide, A
finely-divided product would be a product which would

be mixed with the feed which the chicken would eat."

"Q.—About the size of a grain of corn or wheat? A.

—

Grain of wheat or smaller. Q.—Not the size of a grain

of corn? A.—Not the size of a grain of corn, I would

not say. I think that would be too large a material, be-

cause the chickens do not ordinarily eat particles that big."

[Id., 536.]

The smallest size mentioned in the Turnbow patent is

one-half of a two gram particle when dried. Ramage says

chickens do not ordinarily eat particles as big as a grain

of corn. He says a one gram pellet would be of substan-

tially the size of a grain of corn. Bearing in mind that

there is no mention in the Turnbow patent of grinding

the product to such a fineness that it may be conveniently

intermingled with chicken-mash, and thus made more

readily available to the chicken's eating, it is clearly an

interpolation into the Turnbow patent to read thereinto



—21—

such a comminution as plaintiffs use in their product.

We are not here deaHng with the question whether such

a comminution would be obvious. If obvious, it did not

amount to invention. With such a paucity of description,

there is no justification for reading into the Turnbow

patent a critical degree of comminution and predicating

invention thereon because such critical degree has an

added utility in that the product was thereby adapted to a

particular manner of feeding to chickens, a method of

feeding not even suggested in the Turnbow patent. This

would violate the explicit requirements of the patent law

(R.S.U.S. 4888) that the applicant for a patent "particu-

larly point out and distinctly claim the part, improvement,

or combination which he claims as his invention or dis-

covery." General Electric Co. v. Wabash, 304 U. S. 364,

369; Preston v. Manard, 116 U. S. 661 ; National Theatre

Supply Co. V. Da-Lite Screen Co., 86 Fed. (2d) 454,

455. It was common knowledge and ordinary skill to

grind the product to the degree desired in use, and the

degree of comminution cannot be invention. When we are

considering the validity of the Turnbow patent, plaintiffs'

contention made in the District Court, (probably to be

repeated in this Court), that Turnbow's comminution was

of special advantage in feeding chickens, cannot be sus-

tained without destroying the Turnbow patent. We sub-

mit the correct determination of this issue of comminu-

tion is that it was within ordinary knowledge and skill

to so finely divide a medical preparation or a food as to

adapt it for consumption in the desired manner.
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Defendant's Product.

The District Court did not determine the components

of defendant's product or the principle upon which such

components are combined,—whether the nicotine is chemi-

cally combined with the other substances or merely held

by absorption or absorption. The District Court merely

found that defendant's product "is a parasiticide for in-

ternal use comprising a toxic substance, nicotine or one

of its salts, in quantity greater than a normal lethal dose,

and a colloidal substance such as rosin, casein, fuller's

earth or their equivalent, for colloidally holding the toxic

substance to protect against the lethal effect of such dose."

[finding 33 - I. 128 and finding 31 - I. 180] ; that "by.

analysis was shown to contain approximately 4 to 5 per-

cent nicotine and approximately 60 percent colloidal sub-

stances including resinous matter and proteinous matter

in addition to approximately 30 percent of inorganic sub-

stances and other incidental ingredients making up the

whole" [finding 34-1. 128, and finding 32-1. 180].

Findings 35 [I. -128] and 33 [I. -184] simply repeat

Ramage's qualitative and quantitative chemical analyses as

set forth in Plaintiffs' Exhibit 16-A [IV. -1218]. In

the second or civil action upon the Turnbow patent, these

findings are amplified to the extent that defendant's prod-

uct was determined to be in finely divided form. These

are the only findings respecting the substances or pro-

portions of substances of which defendant's product is

composed. There is no finding as to whether the nicotine

is chemically combined with the other substances. The

District Court's findings are insufficient to determine the

issues of infringement, and are equally insufficient to de-

termine whether or not defendant's product is substantially

the medical product of the expired Lloyd patent 1,250,331

;



I

—23—

nor do such findings determine that any invention distin-

guishing Lloyd's product from Lindstaedt's or Turnbow's

has been embodied in defendant's product. The substan-

tial issues of the case are not covered by the District

Court's findings of fact.

Although Ramage testifies that defendant's product con-

tains some of the colloidal substances specifically named

in the Lindstaedt patent, proof is entirely lacking that

such substances are in a colloidally active state in defend-

ant's product. Ramage testified that although chicken

mash contains substantially all of the colloidal materials

mentioned in the Lindstaedt patent, such a composition

would not hold nicotine in the Lindstaedt patent manner;

that in chicken mash these substances were combined with

the cellulose structure of the mash and therefore not col-

loidally active to hold nicotine; that mechanically splitting

or dividing the substances of such mash would not change

this chemical status and give it holding power for nicotine

[L-314]. Upon what theory then can Ramage justify

an assumption that constituents of defendant's product

were colloidal materials and colloidally active therein f A
quantitative and qualitative analysis indicates only the

substances as chemical agents and the recovered quantities

thereof. The manner in which they were mixed or com-

bined is not indicated thereby. This must be ascertained

from some other source. The inconsistency and unrelia-

bility of Ramage's testimony on this point,—which point

is so material to any deduction from his analyses of de-

fendant's product as to whether the principle of colloidal

holding is the principle upon which the action of the con-

stituents of such product depends, and whether the con-

stituents were colloidally active,—is shown by contrasting

his statement that mere splitting would not change the
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chemical status [1.-314] and render these alleged mate-

rials, (such as casein and rosin,) a colloidal material

capable of holding nicotine, with his further testimony

that grinding the product (a colloidal material) would

render it colloidally active to hold nicotine [I. -479].

"Mechanically split wouldn't change the chemical status."

[I. -314]. Contra, "This can be done by grinding" [I.

-479].

"Well, a vegetable material is a definite structure.

You would not take a cellulose base and build up in a

cellulose structure. You have proteins, starch, and

carbohydrates, but they are not free. They are active

agents for holding a substance such as nicotine, and

it is only after they are split out of the structure of

the vegetable matter that they acquire the active

chemical properties that make them holding agents

for such a substance as nicotine; so the question is

misleading." [I. -313-14.]

"It is not necessary to reduce the substance to a

state of colloidal dispersion. It is only necessary that

by some means sufficient surface of the colloidal ma-

terial be exposed so that the nicotine can have access

to the active holding group. This can be done by

grinding the product so it can have a very large sur-

face exposed or by partially melting the product and

mixing with the melted product, or by similar mech-

anical means which do not constitute reducing to a

colloidal dispersion." [I. -478-79.]*

*Thcre is no evidence before the Court that any of the substances of
defendant's product had "a very large surface exposed" or were colloidally

dispersed. Quantitative or qualitative chemical analysis does not disclose

either of these conditions. How can the Court determine whether or not
the rosin or casein in defendant's product is combined with the nicotine in

the manner of the prior Lindstaedt patents 1,776,862 [Defts. Ex. H - IV.

-

1331] and 2,007,722 [Defts. Ex. J - IV. - 1339] ?
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''I can say definitely it is not necessary for the

substance to be any pure colloidal substance. It is

only necessary that the substance be of a colloidal na-

ture, namely, having active chemical groupings in its

constitution, which would make it an effective holding

agent for nicotine." [I. -477.]

Furthermore, the statement of defendant's label is that

the "40% nicotine solution" is housed "in a chemical com-

pound." Is this not a direct statement that by the "spe-

cial process" employed at least a chemical compound exists

of the other ingredients? Ramage's testimony and his

analyses utterly fail to even consider this question. Ram-

age's testimony amounts to no more than that if such

colloidal substances, (as are present,) were present in

colloidally active condition and not in chemical combina-

tion with some other substances, then colloidal holding of

the nicotine is indicated. Is not this assumption, however,

in direct conflict with the statement on the label? Mr.

Alexander testified. He was partially examined by the

court respecting the nicotine in defendant's product. Had
plaintiffs not elected to rest their case upon Ramage's

analyses and his deductions therefrom, Mr. Alexander

could have been cross-examined upon all the facts. He
testified he was the manufacturer of defendant's product

[II. 713, 721].

Defendant's product comprises "Nicotine equivalent to

Nicotine Alkaloid 57o." The other "active ingredients"

are "Inert 95%." [Front label on defendant's cartons,

Plffs. Ex.'s 7, 12 and 13. J Said product does not in fact

contain free or pure nicotine,—nicotine alkaloid. The nico-

tine content is equal to nicotine alkaloid 5%. This is

made certain by reference to the rear panel of the labels,

where it is stated, "kon-trold nicotine is made by a
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special process which houses the 40% nicotine solution

in a chemical compound", etc. These labels do not posi-

tively identify this substance as nicotine sulphate.* The

statement is that the nicotine solution is "housed" in a

chemical compound. This is the substance or substances

identified on the front label as "Inert 95%". There is

no other direct evidence respecting the composition of

defendant's product. Plaintiffs present no direct evi-

dence respecting- the substances or the proportions thereof

that have been intermixed or combined to compose de-

fendant's product; they rely wholly upon chemical analyses

made by their expert witness Ramage and upon his deduc-

tions from such analyses. Ramage's analyses and his

deductions are too uncertain and incomplete to rise to the

dignity of proof of either ( 1 ) of what substances was

defendant's product composed, or (2) the proportions

thereof used, or (3) whether even the "adsorption and/or

absorption" principle of colloidal holding is utilized, or,

on the contrary, the ingredients of defendant's product are

chemically combined, and Ramage's deductions from such

analyses are so erratic, incomplete and uncertain as to re-

quire the Court to reject his comparisons of defendant's

product with the Lindstaedt patent product. Ramage's

chemical analyses and his deductions therefrom are too in-

sufficient and unreliable to enable the Court to determine

of what substances defendant's product was composed, or

what proportions of such substances were incorporated,

or whether even the "adsorption and/or absorption" prin-

ciple of colloidal holding was utilized, or, on the contrary,

the substances of defendant's product are in true chemical

*But see testimony C. L. Alexander that this is nicotine sulphate
[II. -721].
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combination. The burden of proving infringement is upon

the plaintiffs. As said in National Mach. Corp. v. Bcnthall

Mach. Co., (C. C. A. 4), 241 F. 72, 86: -

"It is well settled that infringement, which is a

tort, cannot be established by evidence which is specu-

lative in its character, and this is especially true where

a witness who attempts to testify as an expert does

not possess the qualifications of an expert. In the

case of Fried-Krupp-Aktien-Gesellschaft v. Midvale

Steel Co., 191 Fed. 588, 112 C. C. A. 194, Judge

Buffington, speaking for the Circuit Court of Appeals

for the Third Circuit, said

:

" 'We deem it proper, however, to say for the

guidance of patent practitioners in this circuit that

it should be borne in mind that infringement is not

only a question of fact, but is a tort or wrong, the

burden of establishing which, as in all torts, clearly

rests on those who charge such wrong. The absence

of actual fact proof is not met by the presence of

expert speculations no matter how voluminous. * * *

" 'The province of such expert testimony is to re-

move uncertainty where the terms used are obscure,

and is not to create uncertainty where the language

is plain. * * *

" 'But infringement is a tort, the burden of estab-

lishing which is on him who charges it. To produce

confused and uncertain testimony in that regard

will not suffice.'" (Emphasis supplied.)

According to Ramage's quantitative and qualitative

analysis [Plffs. Ex. 16-A - IV. - 1218J, adopted by the

court in its findings, defendant's product contains nicotine

(free nicotine or nicotine alkaloid) 4.2%, colloidal sub-

stances S7.9%. These colloidal substances are rosin or

resin 46.77c, and protein 11.2%,, ash 31.5%,, sul-
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phur trioxide 2.2%, combined water and unclassi-

fied and unclassifiable materials 4.2%. Ramage tes-

tifies that defendant's product contains 40 mg. nicotine

to 450-571 mg. colloid [I. -259];* that this corresponds

to the preferred teachings of proportions in the Lindstaedt

patent [I. -259]. However, this cannot be patentable as

a new invention, because the prior third Lindstaedt patent

2,007,722 [Defts. Ex. J - IV. 1340] discloses a product

comprising one part of nicotine to 4 to 7 of rosin, and is

an anticipation of forming a product of nicotine and of

rosin. Ramage treats his resultant "ash" (31.5%) and

his combined water and unclassified materials (4.2%) as

"filler" in an attempt to make a comparable proportion of

ingredients to the Lindstaedt patent. There is nothing

in the record which will sustain a finding that if Ramage's

so-called "filler" of defendant's product were omitted from

defendant's product, defendant's product would still be

effective and utilizable as a parasiticide. Plaintiffs' other

expert. Dr. Leake, testifies to the effect that if that which

Ramage has identified as "filler" were omitted, defendant's

product would not be utilizable as a parasiticide. \Cf. his

testimony IIL - 1092-95.]

There is no evidence that such "ash 31.5%", etc. was

mere filler in the sense of the Lindstaedt patent |p. 1, col.

2, lines 43-53].** The label on defendant's product states

the contrary,—that "the 40% nicotine solution" is housed

"in a chemical compound that controls the release of the

*Thc Lindstaedt patent gives proteins [IV. - 1200, col. 2, line 14] and
resins [Id. line 21] as colloidal substances. All these colloidal substances
are equivalents according to this Lindstaedt patent for use in his product.

**As we shall show hereinafter in considering this "ash," the substance
in defendant's product trom which this ash was produced was a colloida.

substance, i. c, Fuller's earth.
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Nicotine," etc. But if we assume for the purpose of argu-

ment—and contrary to the fact—that Ramage was cor-

rect that his unidentified substances of "ash," "combined

water and unclassified materials," of his prepared analysis

(approximately 37.9% of the whole) was mere filler, used

as a mere "cheapener" [I. -258] "to cut the cost of the

product" [I. -264], and as having no active part in the

product, this does not prove infringement. These propor-

tions are not reflected in, nor is any claim in suit limited

to, such proportions. In order to avoid anticipation and

the defense of double-patenting, the Lindstaedt product

must be differentiated from his prior patent 2,007,722

[Defts. Ex. J] wherein a parasiticide is disclosed and

patented, composed essentially of nicotine and rosin,—^one

part nicotine to 4 to 7 parts rosin [IV. -1340, p. 1, col. 2,

lines 22-25; Id. lines 40-42]. If the proportion of colloidal

material is of materiality, Ramage's admitted failure to

identify the substance from which his resultant "ash"

was produced as one of the colloidal substances embodied

in defendant's product, utterly destroys his comparison

and his computation of proportions. If, on the other

hand, the proportions of colloidal substance to nicotine

is no more than a mere matter of degree and selection,

as indicated by Ramage's testimony, - "* * * jf yg^

have any holding agent you hold your nicotine slightly

more firmly" [I. -261], then Ramage's analyses of de-

fendant's product correspond to the prior patented product

of the Lindstaedt patent 2,007,722, and unless the Lind-

staedt patent in suit is limited to something other and

different from this, it is \^oid for double-patenting.

In making the ash, the material was cintered (i. e.,

burned) over a Bunsen burner until all the organic matter

burned off [I. -390]. Ramage admits he cannot be cer-
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tain that the ingredients remain in the ash in the same

chemical composition as before cintering [I. -394]; that

the loss by cintering was 68.3% of the total material and

that "Ash 31.5%" in this analysis [Plffs. Ex. 16-A-IV.

1218] represents only the remainder after burning off

the organic matter. That the ash contained both soluble

and insoluble matter; that of the insoluble matter, 48.1%

was silica; 22.7% iron and aluminum oxide; 3.2% cal-

cium oxide; 2.5 %< magnesium oxide; that the soluble mat-

ter (i. e., soluble in dilute hydrochloric acid) was 3.6%

iron and aluminum oxide, 10.7%. calcium oxide, .3%

magnesium oxide, and undetermined matter, 8.9%.

[I. -391.] Admits that a very material portion of the so-

called "ash" was Fuller's earth [I. - 339-41] ; Cf. testimony

plaintiff's expert Leake that Ramage found 7 parts Fuller's

earth is a colloidal holding substance [I. -347; Cf. 430-32,

436, 438] ; that the different Fuller's earths differed in

degree of holding power |I. - 347] ; that as a final analysis

of defendant's product, there was sufficient calcium present

to have reacted with a considerable portion of the SOs

(i.e., the sulphate content of the nicotine sulphate) - L

413; that he cannot state whether there was enough cal-

cium hydroxide (slack lime or lime with water added)

to free the alkaloid [I. -414] ; that the so-called resinous

material,—Rosin 46.7% of the analysis, Plffs. Ex.

16-A,—included a number of undetermined products, in-

cluding stearic acid; that the fraction he got out, when

tested, had practically the properties of pure rosin, ap-

proximating 30% of the total material (/. c, defendant's

product ) ; that he made no determination of the remainder,

being 16 or 17 percent.; that if all of this material were

stearic acid, it was sufficient "to combine with all the

nicotine"; that it was not all stearic acid. Asked what
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else he found in the residue,—besides stearic acid,

—

stated that he did not make any identification of the

ingredients in the residue [1.-432-36]; that he was

prepared to state, without having made any identification

of any kind, that it was all stearic acid
1 1. -436]. Ram-

age admits that stearic acid is of colloidal nature, and

probably part of the resinous eolloidal substance in de-

fendant's product [I. -432, 434-36], but that in his

analysis stearic acid formed a part of the residue

[I. -435],—computed by him as "filler."* It stands out

clearly that defendant's product could not be produced

using any one of Ramage's analyses [Plifs. Ex. 16-A]

of defendant's product, even with such information added

thereto as is reflected in his cross-examination. There is

an admitted loss of 68.3% of the material in the cintering

to produce the ash. There is the admission that the ash

consisted of a material part, if not wholly, of Fuller's

earth,—a colloidal substance (confer District Court's Find-

ing ?)2) [1.-128] "a colloidal substance, such as rosin,

casein. Fuller's earth, etc.") of known holding power,

—

which should have been included in the "colloidal sub-

stances''. Appellant believes it may be justly and conserva-

tively said that Ramage's testimony, and especially his

(juantitative analyses of defendant's compounds reflected in

Plffs. Ex.'s 16-A, 17-A and 18-A, have been produced in a

studied attempt to construct an analysis from which some

measure of similarity to the teachings of the Lindstaedt

patent can be asserted. While cintering to ash gave Ram-

*Apparently Ramagc treats as "filler" all of defendant's product except
the nicotine and his colloidal suljstances, rosin and protein. In chart 17-A
[IV. -12191 there are unexplained discrepancies, as none of the estimates
of "nicotine", "colloidal sul)stanccs" and "filler" total lOO'^r,—some are less,

some are more than 100%. This inclusion of stearic acid as filler is another
inaccuracy of Ramage's proportions.
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age the weight of the materials cintered, it gave him no clue

to their state in the chemical compound which housed the

nicotine solution. Neither his analyses nor his testimony

identify this chemical compound; they permit only identi-

fication of some of the chemical elements. They leave a

wide unfilled gap,—necessary to be completed to enable

the Court to determine the principle upon which defendant's

product is based. The burden of proving infringement

is upon the plaintififs. Ramage's testimony and his

analyses are clearly too indefinite and uncertain to sustain

this burden. It is impossible to determine therefrom

what colloidal substances, whether inorganic or organic,

or both, are contained in defendant's product. It is im-

possible to understand therefrom whether the nicotine

was in the form of nicotine sulfate or free nicotine,

—

nicotine alkaloid. It must be assumed it was in the form

of nicotine alkaloid. If the latter assumption be cor-

rect, then the question arises, was the sulphur trioxide

(SO3) 2.2% in the defendant's product as a part of

the nicotine sulphate. Ramage admits that there was evi-

dence of lime in defendant's product [I. -386]; that

there was sufficient lime or calcium in defendant's

product in the final analysis to have reacted with a con-

siderable portion of the SO3, the sulphate content of the

nicotine [I. -413]; that he cannot state whether there

was enough calcium hydroxide to free the alkaloid

[I. -414]. Is the stearic acid in recomputing Ramage's

analysis to be added to the 4.2% of nicotine? Is the

whole, if not what part of the 31.5% of ash to be added

to the colloidal matter? What purpose has the admitted

lime? What was the purpose of the stearic acid and

how is it to be classified in this comparison? Is it to be

added to the colloidal matter found? Ramage admits that
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he found an indication of calcium caseinate and a definite

indication of calcium rosinate [I. -335]. There was also

sodium rosinate present [I. -336-37]. Precisely how

these substances, large or small, are properly to be classi-

fied in rectifying the analysis is not clear in the record

or testimony. We mention them solely to emphasize the

fact that this cross-examination of Ramage conclusively

demonstrates that his analyses, Plffs. Ex.'s 16-A, 17-A

and 18-A, are not dependable; that they do not show the

true substances of which defendant's product is composed,

or the true quantities of each of the substances thereof,

nor the proper classification. This latter fact leads Ram-

age to a final error, to-wit: his determination of "filler"

as reflected in Exhibit 17-A. That in defendant's product

there was ever used any powdered soap or sugar as a

filler is wholly wanting in proof. Yet this is the filler

specified in the Lindstaedt patent [p. 1, col. 2, lines 45-53]

and to which the unidentified ingredients of defendant's

product are to be compared. Furthermore, in Ramage's

attempted comparison he eliminates all colloidal substances

which he has found, or found indicated by his analysis,

except rosin and protein, although forced to admit that

material portions of his ash, etc. are substances of col-

loidal nature [L- 340-341, I. -438, III. -1093], some

inorganic and some organic. Whether organic or inor-

ganic is not material to the issues of this case, because

while Lindstaedt says he prefers to use colloidal substances

of organic nature, he does not limit in any manner his

patent thereto.

Let us further analyze Ramage's testimony and the

charts of his analysis in an effort to ascertain therefrom

whether there is any definite, dependable proof upon which

a finding of fact can be made respecting the components
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(and their proportions) of defendant's product. The chart

[Plfifs. Ex. 16-A] shows sulphur-trioxide 2.2%, and nico-

tine 4.2%. Nicotine, as referred to in this chart, is free

nicotine (nicotine alkaloid). If the nicotine used in de-

fendant's product were nicotine sulphate, then this sul-

phur-trioxide 2.2% was part of the nicotine sulphate in de-

fendant's product and, to have correctly represented in an

analysis the constituents and proportions of defendant's

product, this 2.2% should have been added to the 4.2%

nicotine to correctly represent the toxic substance of de-

fendant's product.

The Lindstaedt patent refers to nicotine sulphate. Ram-

age admits that his analysis discloses enough sulphur-

trioxide to have been combined with the nicotine [I. - 388],

or that it might have been present as calcium sulphate;

that he does not know [I. - 389]. If, then, the proportion

of nicotine sulphate in defendant's product be adjusted

by adding to the 4.2% nicotine of the analysis, the 2.2%

of sodium-trioxide, the toxic substance recovered in the

analysis amounts to 6.4% of the product. But if we at-

tempt further to readjust these substances, and their pro-

portions, in order to secure any reliable percentages, we

are faced with an impossibility in that Ramage admits

that in considering the substance there was a loss of

68.3% and that the ash recovered was only 31.5%.

Therefore we do not know how much colloidal substance

should be added to the 57.9 %> of colloidal substances to

reflect the true percentage of colloidal substances present

in defendant's product, because the ash reflected only

31.7% of the substances cintered. We might go further

and consider the combined water and unclassifiable mate-

rials. These materials or substances, in the form in which

they exist in defendant's product, rest in speculation and
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not in proof, and their proportions rest in speculation and

not in proof, and when comparison is attempted with the

Lindstaedt toxic substance and colloidal substances and

percentages, we immediately step into the realm of pure

supposition and speculation. Ramage never even at-

tempted to reproduce a product like defendant's [I. - 500].

Had he done so and succeeded, then the Court would be

justified in placing great reliance upon his testimony.

The fair inference is that his ignorance of the "special

process" by which the nicotine solution is housed in a

chemical compound of the other ingredients,—a lack of

any indicative knowledge of such chemical compound,—ab-

solutely barred any such attempt by Ramage. His chem-

ical analyses only taught him what chemical agents or

elements were recovered,—not in what state,—what com-

binations, etc., they were used. The Lindstaedt patent is

based upon absorption and adsorption by the colloidal sub-

stance,—not upon a chemical compound housing a nico-

tine solution.

The chart, Plffs. Ex. 16-A
|
IV. - 1218] contains a sub-

heading, "Defendant's Ratio Established Above. Calcu-

lated on .Sample #1 -Exhibit #14". The figures below

this heading were derived by taking the percentage of sub-

stances assertedly found and multiplying by ten, using and

expressing the product of such a multiplication in milli-

grams,—for example, 4.2% x 10 ^ 42 mg. of nicotine.

57.9% X 10 =^ 579 mg. of colloidal substance. To raise

this to the quantities taught in the Lindstaedt patent, i. c,

to 70 or 80 mg., divide 70 or 80 by 42 and multiply the

579 by the quotient: 70 divided by 42 = 1.67. 1.67 times

579 = 965 mg. of colloidal substance, with 70 mg. of

nicotine, as shown in this "Defendant's Ratio". Throwing
out of consideration the material which the witness Ramage
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erroneously classifies as "filler" or ash, the ratio of nico-

tine to colloid is nicotine 70 mg., colloidal substance 965

mg., erroneously called filler or ash 526 mg. ; or 70 mg.

of nicotine to 1481 mg. of colloidal matter. If we take

80 mg. of nicotine, 1103 mg. of colloidal substance, and

of additional colloidal substance erroneously alleged as

filler or ash 599 mg., we have a total of 80 mg. of nico-

tine to 1702 mg. of colloidal material. These results are

secured by carrying out plaintiffs' figures for ash in the

chart of percentages to milligrams, as before. The Lloyd

patent [Defts. Ex. YY - IV. 1520] says for every part

of nicotine 20 parts of colloidal substance (magnesium sili-

cate). Lloyd's ratio, therefore, would be nicotine 70 mg.,

colloidal substance 1400 mg., or nicotine 80 mg., colloidal

substance 1600 mg. Comparing this with Lindstaedt, 70

mg. of nicotine to 900 mg. of colloidal matter, or 80 mg.

of nicotine to 1000 mg. of colloidal matter. It is to be

noted, however, that there is an uncertainty in Lindstaedt's

statement. He does not absolutely definitely state that 900

mg. of any of the described substances of colloidal nature

shall be used with 70 mg. of alkaloidal substances, or that

any amount between 900 to 1000 mg. may not be used

with either 70 mg. or 80 mg., or any amount between

these two - 70 and 80. It is thus seen that the propor-

tions of toxic substance or alkaloidal substance (nicotine

or nicotine sulphate) in defendant's product to the col-

loidal substances is within the limits of the Lloyd patent

and not within the limits of the Lindstaedt patent, if a

dififerentiation can be made therefrom.

Plaintiffs' Exhibit 17-A [IV. -1219] converts 4.2%

of nicotine into 42 mg. of nicotine in the same manner

as before explained in reference to charts, 16-A, and, for

example, refers to defendant's product as containing 579
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nig. of colloidal substances and 366 mg. of erroneously

called filler [I. -257]. Ramage testifies that Lindstaedt

teaches that 358 mg. to 485 mg. of filler may be used with

42 mg. of nicotine, and that defendant's 366 mg. is within

that range [1.-258]. 42 mg. of nicotine is only 4.2%

nicotine to the product. If we convert 642 mg. to the 70

mg. or 80 mg. of the Lindstaedt patent, we have the fol-

lowing results : Nicotine, 70 mg. ; colloidal substance, 965

mg. ; erroneously termed filler, 526 mg. (or 80 mg. nico-

tine, 1103 mg. colloidal substances, and 599 mg. errone-

ously termed filler). It is stated in the Lindstaedt patent

[p. 1, col. 2, lines 50-53] that if a filler is used only 450

mg. of colloidal substance is necessary. Defendant uses,

according to this just-made calculation, 965 mg. to 1103

mg. of colloidal substances, or from 2 to 2>4 times the

necessary colloidal material. If, however, we rectify

Ramage's error and compute his colloidal substances and

his erroneously termed filler into colloidal substances, the

proportion of colloidal substances in defendant's product

to the nicotine is materially increased. As we have before

shown by analysis of Ramage's testimony, all of the so-

called filler is colloidal substance. If, however, there is

any doubt, after careful consideration of the whole of

Ramage's testimony, as to the whole of his so-called filler

being colloidal substance, there can remain no doubt that

most of such filler,—a very material proportion thereof,

—

is colloidal substance. We point this out in this manner

to show that Ramage's analyses and these charts [Plfifs.

Ex.'s 16-A, 17-A and 18-A] are too inaccurate and too

misleading to be depended upon.

The chart, Exhibit 17-A, asserts that, according to the

Lindstaedt patent in suit, 40 mg. of nicotine should be

carried by 450-571 mg. of colloidal material and 389-510
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mg-. of filler. This is contrary to the express statement

in the patent, which gives the proportions in a one-gram

pellet of 70-80 mg. of nicotine and 450 mg. of colloidal

substance, and the balance filler [IV. -1200, col. 2, lines

24-53]. In Exhibit 17-A the amount of nicotine has

been decreased by approximately one-half, in each in-

stance, from what is taught to be used by Lindstaedt in

a one-gram pellet. Therefore, to correspond with the Lind-

staedt patent provisions the proportion of colloid and filler

must similarly be reduced by approximately one-half. For

instance, in the example using 40 mg. of nicotine, this chart

to correspond with the Lindstaedt patent would have to

be changed to show 225 mg. colloid and 235 mg. filler. It

is immediately apparent that, according to Ramage's illus-

tration, defendant's product, which has 573 mg. colloid

and 374 mg. filler for the same amount of nicotine, is not

within the range stated by Lindstaedt. In fact, it uses

approximately double the amount of both Ramage's alleged

"filler" and of colloidal material; if sufficient of defendant's

product were taken to secure 80 mg. of nicotine, you would

have a two-gram pellet. The attempted misleading com-

parison is thus exposed. Lindstaedt's patent refers to

the use of a filler |TV. - 1200, col. 2, lines 43-53] but

specifies powdered soap or powdered sugar. It is notice-

able that he does not, in naming fillers, specify as fillers

any inorganic or organic colloid named by him in lines

1-23 (except powdered soap) when specifying the colloid

that may be employed as a holding agent. A product

produced in accord with the Lindstaedt patent without

filler contains from 1 part nicotine to 10 plus to 15 minus

parts of colloidal holding substance. 70 to 80 milligrams

to "about 900 to 1000 milligrams of any of the described

substances of colloidal nature" [I.- 1200, col. 2, lines 26-
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29]. If a filler is used [Id. lines 43-53], if nearly half

of the product is filler (450 mg. to 1000 mg.), obviously

the proportion of nicotine to colloid is diminished to 6.4%

to 8.2% [Ramage, I.-264-Plffs. Ex. 18-A, IV. -1221].

Lloyd patent [IV. - 1520] sets forth "one part of nicotine

to twenty parts of magnesium silicate" (colloid), i. c, 5%.

Defendant's product follows Lloyd's teaching. If de-

fendant's proportions infringe, Lloyd anticipates. A use

of an excess of colloidal substances is immaterial. That

5% nicotine sulphate to 95% colloidal (Lloyd patent) is

efficient cannot be denied. To too greatly increase the

percentage of toxic substance is to destroy the effective

prevention of dissociation of the nicotine and colloid in the

acid of the stomach of the animal. Ramage testifies that

Fuller's earth is a colloidal substance [I. -438] ; that selec-

tion of other holding colloidal substances is common

knowledge [I. -317-18]. Lloyd teaches the principle

applicable; to select therefore another known equiva-

lent material to practice Lloyd's teaching is not a new

discovery and is not patentable. Leake testifies that this

whole matter of adsorption and/or absorption by a colloid

is a matter of degree, not kind [III. - 1104].

We respectfully submit that the testimony of Ramage

and his chart are so indefinite, uncertain and insufficient

as to prevent any correct finding as to the substances used

in defendant's product or the proportions thereof, with

any sufficient degree of accuracy to permit of any com-

parison with the Lindstaedt disclosure which is sufficiently

reliable to enable the Court to determine whether or not

the defendant's product corresponds to the difiference in

proportion (if any can be found) of ingredients disclosed

by Lindstaedt, as distinguished in the disclosure of the

Lloyd patent. Nor can we determine therefrom what is the
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meaning of defendant's label's statement that "kon-trol

NICOTINE is made by a special process which houses the

40% Nicotine solution in a chemical compound", etc.

Plaintiffs had full opportunity to cross-examine the manu-

facturer (Mr. Alexander) respecting this, and respect-

ing the constituents and proportions thereof in defendant's

product. They elected to stand upon this uncertain, am-

biguous, contradictory and insufficient testimony of Ram-

age.

In the District Court plaintiffs contended that even if

the fact be that in defendant's product the nicotine was

chemically combined with the rosin or casein as taught

in the prior Lindstaedt patents [Defts. Ex.'s H and J - IV.

1332, 1340-41], this would still not avoid infringement of

the Lindstaedt patent in suit, as such chemical combina-

tion of nicotine and rosin, or nicotine and casein thereof

is toxic and this toxic substance would (in defendant's

product under this assumption) be held by the excess of

colloidal matter in defendant's product in identically the

same way that the nicotine sulphate or nicotine alkaloid

is held according to the Lindstaedt patent in suit. This

contention cannot be supported, because the Lindstaedt

nicotine-rosin patent [Exhibit J] teaches that the nico-

tine will chemically combine with the rosin to form a

parasiticide in the proportion of 1 nicotine to 7 rosin.

This patent not only emphasizes in its description the

use of but specifically claims the use of an excess of rosin.

If plaintiffs' contention is well founded that such product

of this Lindstaedt patent [Exhibit J] is toxic, then there

can be no infringement by defendant's product of the

Lindstaedt patent in suit. This because there would then

be in defendant's product, according to Ramage's analyses

and Dr. Leake's testimony, insufficient colloidal substance
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to hold the toxic product. The testimony is that there

is 40 mg. of nicotine, and Exhibit J says that this will

combine with rosin in the proportion of 1 to 7 (/. e., 280

mg. of the rosinous substance). This would make 320

mg. of toxic substance, leaving only 253 mg. of colloidal

substance to hold the toxic substance. This composition

of 320 mg. toxic substance and 253 mg. colloidal holding

substance is way below any limits of the Lindstaedt patent

in suit disclosure as being effective. In this illustration

we have used the analysis of "Sample #2 Exhibit #15"

of Plffs. Ex. 16-A [IV. -1218] as the proportions there-

in given are more favorable to the plaintiffs' contention

than are the other examples. If we take Dr. Leake's

testimony that "10 parts rosin, 7 parts of Fuller's earth,

2 of casein, and 1 of nicotine," were the approximate pro-

portions "as found by Dr. Ramage in" defendant's product

[III. -1093], and follow the teaching of the prior Lind-

staedt patent, Exhibit J, the 1 part of nicotine is chem-

ically combined with 7 parts of rosin, providing a toxic

substance (according to plaintiffs' contention that the

product of Exhibit J is toxic) of 8 parts, leaving the

balance of 12 parts of colloidal substances to colloidally

hold the 8 parts of toxic substance. Clearly this is much

above the proportions of toxic substance possible to be

colloidally held according to the Lindstaedt patent in suit.

Furthermore, if the 7 parts of Fuller's earth is merely

"filler" (cheapener, without other function) as asserted by

Ramage in his testimony and analyses, we then have only

5 parts of colloidal substance to hold 8 parts of toxic

substance. We need only to consider the facts as to these

proportions to realize that the facts reduce this conten-

tion of plaintiffs to absurdity. We point out that none

of the claims of either the Lindstaedt or Turnbow patents
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in suit makes an excess (or any specific amount of excess)

of colloidal matter an element or feature of the claimed

invention. It is well settled that the Court must take

the claims as granted, and is not empowered to read there-

into an element or feature not specified therein. (Deller's

Walker on Pats., Vol. 1, pp. 770, 1231, 1247, and cases

cited; McCarty v. Lehigh Valley R. Co., 160 U. S. 110,

40 L. ed. 358.)

In the District Court plaintiffs referred to the testimony

of defendant's expert, Dr. Bowman, that Lloyd patent

1,250,331 does not specifically refer to the use of his nico-

tine compound as a parasiticide or vermifuge [II. -945-

46] and asserted that Lloyd does not state what quantity,

or that any specific quantity, of nicotine could be ad-

ministered as a dose. It cannot be denied that Lloyd

teaches mixing "one part of nicotine to 20 parts of mag-

nesium siHcate" (Fuller's earth). A product, therefore,

that contains nicotine and Fuller's earth in these propor-

tions is clearly disclosed by him. Lloyd specifically gives

the purpose of such mixing and the resultant principle

of action of the mixture [see Lloyd patent, Defts. Ex.

YY - IV. 1520, col. 1, lines 12-28]. As so stated by

Lloyd, such purpose and principle is identically the pur-

pose and theory of the Lindstaedt and Turnbow patents.

To increase or decrease the dose is not to change the

product or composition of matter. No new product is pro-

duced if the volume be increased (/'. e., as by mixing 10

parts of nicotine with 200 parts of Fuller's earth). If

Lindstaedt's or Turnbow's discovery (invention) was that

a dose of one gram of a product consisting of one part

nicotine to 10 parts colloidal substance (Fuller's earth)

was not lethal, the answer for all purposes of this case is

that the claimed patentable invention, /. e., the patented in-
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need not therefore be given to whether any new discov-

ery in the use of the product rises to the dignity of patent-

able invention. (Morion v. Nczv York Eye Infirmary,

Fed. Cas. No. 9865.) Neither the Lindstaedt nor the

Turnbow patent is based upon a claim to a discovery of

what would be a lethal dose of a toxic substance (or even

specifically of nicotine, either as a nicotine alkaloid or nico-

tine sulphate) to an animal such as a dog, a chicken, a

horse, or cow (cattle). The claims of these patents are

for a product, not for any such discovery of what is lethal.

As the holding power of a colloidal substance for nico-

tine was well known in the art and the Lindstaedt and Turn-

bow patents in suit claim such a product, it is well set-

tled that even the application of such an old product to

a new and analogous use does not involve invention, and

this even if the new use had not before been contemplated

(Ansonia Brass & Copper Co. v. Electrical Supply Co.,

144 U. S. 11, 36 L. ed. 327, 329), wherein it is said: -

"On the other hand, if an old device or process

be put to a new use which is not analogous to the

old one, and the adaptation of such process to the

new use is of such a character as to require the exer-

cise of inventive skill to produce it, such new use will

not be denied the merit of patentability. That, how-
ever, is not the case here, since the Cowles process

had been substantially used by Holmes for the same
purpose of insulating an electric wire, and the dis-

covery of its incombustible feature involved nothing

that was new in its use or method of application."

See, further

:

Brozvning v. Colorado Telephone Co. 61 F
845, 847.
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This contention of plaintiffs, that either the Lindstaedt

or the Turnbow invention was the discovery either of what

was a lethal dose, or that a lethal dose in amount might

be administered, is not the invention as patented by said

Lindstaedt or Turnbow patents. Said patents are limited

to the composition of matter claimed, not to the process

or method of using such composition of matter. R. S. U.

S. 4886 (35 USCA, Sec. 31) authorizes the grant of a

patent for four classes of inventions : ( 1 ) a new and

useful art; (2) a machine; (3) a manufacture; (4) a

composition of matter, or any new and useful improve-

ment in either of these. If the claim of invention for

Lindstaedt be based upon that portion of his patent speci-

fication which says, "If any of these substances are ad-

ministered alone, it has been found that quantities thereof

sufficient to destroy the parasites will destroy the life

of the animal. For example, 5 to 10 milligrams of an

alkaloidal substance, such as pure nicotine or nicotine sul-

phate, is a lethal dose when placed in the mouth of a

chicken. Quantities less than this amount are not suf-

ficient for the destruction of the parasites.", - it is neces-

sary in claiming the invention to distinctly point out and

claim what is a lethal amount, which obviously, according

to the patent specification, varies with animals, such as

dogs, chicken and cattle. The only reference is to a

lethal dose for a chicken. The claims would be void

for indefiniteness ( General Elec. Co. v. Wabash Appliance

Co., 304 U. S. 364) if they depend for their novelty upon

what is a lethal dose, or attempt is made to limit the

claims to a lethal quantity of toxic substance.

Dieterich Patent 896,807, of 1908.- This patent

[IV. - 1209-11] is one of the patents cited by the Patent

Office against both applications for the Lindstaedt and
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Turnbow patents in suit. It discloses that a drug,

—

cascara,—will be held by agar-agar, one of Lindstaedt's

colloidal substances and Turnbow's only named colloidal

substance. The Dieterich patent uses the same holding

as that described by Lloyd, Lindstaedt and Turnbow, ac-

cording to the unchallenged testimony of defendant's ex-

pert Bowman [II. -786]. From the disclosure of this

patent it would be obvious to any chemist that these col-

loidal holding substances would colloidally hold cascara,

nicotine, or other alkaloids; that a simple test would de-

termine the quantity sufficient to present the required hold-

ing power to carry the toxic substance and protect it

against dissociation in the acid portion of the digestive

tract when administered internally to an animal. The

Lloyd patent [Defts. Ex. YY] was not considered by the

Patent Examiner. The pertinent public knowledge exist-

ent prior to Lindstaedt's and Turnbow's alleged inventions

was not limited to this Dieterich patent. The Primary

Examiner of the Patent Office rejected the Turnbow ap-

plication upon this Dieterich patent. His reasons are set

forth in his "Examiner's Statement'' before the Board of

Appeals [see Plffs. Ex. 4J. - "The function of agar-agar

of Dieterich is identical to that of applicant, namely, to

protect the substance from being absorbed in the upper

alimentary tract and to cause said substance to be released

at the desired point in the lower alimentary tract. The
use, by applicant, of a toxic substance instead of the non-

toxic substance, cascara, of Dieterich, does not alter the

function of the agar-agar. With Dieterich in view, it

would be obvious to one skilled in the art to try the pro-

tective property of agar-agar with other substances

whether toxic or not. The fact that applicant tried a toxic

substance docs not render the trial less obvious. The
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problem then resolves into one of merely selecting the

proportions of nicotine and agar so that the amount of

agar present will be sufficient to absorb the desired amount

of water to gelatinize at the point where the worms are

in the bird. This could hardly be called invention." At

the time of this Turnbow appeal all claims had been fin-

ally rejected in the co-pending Lindstaedt application for

patent [Plffs. Ex. 3, Paper #9, dated Mar. 22, 1932;

Paper #11, dated Oct. 6, 1932]. This final rejection of

the Lindstaedt application was withdrawn after the deci-

sion of the appeal in the Turnbow application. At the

time of such appeal, evidently Turnbow did not own the

Lindstaedt application, as the interference proceeding be-

tween these two applications was subsequently instituted

by the Patent Office.

The Board of Appeals, in reversing the Primary Exam-
iner in the Turnbow application, particularly set forth the

fact that Turnbow ''argues that the patents to Dieterich

and Schmidt merely disclose an effective laxative made
from certain proportions of dry agar-agar and an aqueous

cascara and that the purpose and function of the compo-

sition is entirely distinct from that of applicant and that

the products of these patents have no suggestion of pro-

tecting or prodvicing a non-toxic effect with a substance

of the nature disclosed by applicant." (decision Board of

Appeals, p. 3, Turnbow file-wrapper, Plffs. Ex. 4, em-

phasis supplied), and said:- "After thorough considera-

tion of this argument it is our view that the references

do not suggest the composition disclosed by applicant and

that the claims which are directed to that composition niay

be patentable." Had the Lloyd patent [Defts. Ex. YY]
been before said Board of Appeals, then the prior art be-



-47—

fore them would have not only suggested but conclusively

disclosed the composition and fully supported the Primary

Examiner's decision. The Lloyd patent discloses the very

knowledge and information which the Board of Appeals

thought might be lacking from the Dieterich and Schmidt

patents and destroys the hypothesis upon which the Pri-

mary Examiner was reversed. Lloyd disclosed that toxic

substances can be colloidally held in the manner of the

Turnbow and Lindstaedt patents. The Dieterich patent

definitely teaches that an organic substance (agar-agar)

will colloidally hold a drug and prevent the action of

the drug in the acid digestive tract. It could not be in-

vention, therefore, in view of Dieterich, to substitute

agar-agar for the Fuller's earth of the Lloyd patent. The

Lindstaedt patent in suit asserts full equivalency of all

colloidal substances, either organic or inorganic, for this

purpose. Ramage testified they are all well known chem-

ically and subject to selection by the chemist to suit the

particular need [L- 317-9, 419, 420, 424-5]. Under the

well settled rule that that which would infringe if later,

anticipates if earlier {Killcfcr Co. v. Dinuha Associates,

67 F. (2d) 362, 366 (C. C. A. 9),) the Lloyd and Dieter-

ich patents are complete anticipations, because either the

use of Dieterich's colloidal substance, agar-agar (an or-

ganic colloidal substance) or Lloyd's Fuller's earth (an

inorganic colloidal substance) is a following of the teach-

ing of the Lindstaedt patent. Plaintiffs' expert Ramage
on direct examination testifies:- "Q.—Can you state

whether or not Lindstaedt limited himself to organic coh

loids? A.—No, he does not limit himself to organic col-

loids. He says in the patent that he prefers to use or-

ganic colloids. He certainly does not limit himself to

organic colloids." [L-223].



Lindstaedt's claim 2 calls for a parasiticide comprising

a toxic substance in quantity greater than the normal

lethal dose and a colloidal substance adapted to colloidally

hold the alkaloidal substance. The patent states that 5 to

10 mg. is a lethal dose of pure nicotine or nicotine sul-

phate when placed in the mouth of a chicken (p. 1, col. 1,

lines 27-30) ; that 70 to 80 mg. may be administered

without destroying the chicken's life {Id., lines 47-50)

when mixed with any substance of colloidal nature and

compressed into one-gram pellets (Id., col. 2, lines 26-27,

29, 37); that said quantity (70-80 mg.) placed in a

gelatine capsule is the full equivalent of mixing the nicotine

with the colloidal substance (p. 2, col. 1, lines 33-40).

Either mixing 70-80 mg. of toxic substance and 900-1000

mg. of colloidal substance and compressing into a one-

gram pellet* or placing 70-80 mg. of the colloidal sub-

stance in a gelatine capsule, is the parasiticide embraced

within this claim. Within the teaching of Lindstaedt's

specification, so enclosing said lethal quantity ( 70-80 mg.

)

in a gelatine capsule is combining such lethal dose of alka-

loidal substance in a colloidal substance (a gelatine capsule

is a colloidal substance). Lindstaedt patent claim 6 simi-

larly embraces either the actual intermingling of the

toxic substance and colloidal substance or the enclosing

of the alkaloidal substance in a gelatine capsule. This

*Confer Ramage, "The pellet would be a material that would be adapted

to administration in a single dose to give the necessary action as a

parasiticide." [II. - 536.]
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claim calls for the combination of an alkaloid and an

organic colloid, said organic colloid rendering said dose

non-lethal, etc. It does not specify that the alkaloid and

colloid are ground or mixed together. The patent states

that ''placing a quantity above the normally lethal dose

of the alkaloidal substance ( 70-80 milligrams ) in a gelatine

capsule" secures "similar results" to grinding or mixing

the toxic substance and colloidal substances. A gelatine

capsule is a substance of organic colloidal nature [L-

356]. Claim 8 also calls for a parasiticide comprising

the combination of a lethal dose of nicotine substance and

an organic colloid rendering the dose non-lethal. The

Lindstaedt patent specification says that enclosing or

"placing a quantity above the normally lethal dose of the

alkaloid substance (70-80 milligrams) in a gelatine cap-

sule" gives "similar results" to grinding or mixing to-

gether these substances in such quantities. Neither of

the claims 2, 3, 6, or 8 differentiates between grinding

together or intermixing the substances and merely enclos-

ing or placing the lethal quantity of toxic substance in a

gelatine capsule. These claims 2, 3, 6 and 8 comprehend

Lindstaedt's alternative, enclosing a lethal quantity in a

gelatine capsule, and are not limited in terms to a pellet

which contains the quantities set forth. But these claims

to have meaning must be limited either to the capsule

form or the pellet form to provide a parasiticide contain-

ing the lethal amount. An indefinite bulk quantity c^f

intermingled finely-divided nicotine and colloid is only a

bulk quantity of a medicinal preparation. What dose
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thereof is used depends on other conditions. In no true

sense can it be said that an indefinite quantity of such

admixture is a dose containing a lethal amount. Such

statement would be true of innumerable chemical mix-

tures, the safe use of which depends upon the quantity

administered.

None of the Lindstaedt patent claims is limited to any

specific proportion of nicotine or of colloid. The claims

merely call for "a colloidal substance for colloidally hold-

ing the toxic substance against the colloidal effect of such

dose" (claim 2) ; "a colloidal substance adapted to col-

loidally hold the alkaloid substance and protect against the

lethal efifect of such alkaloid" (claim 3

)

; "an organic col-

loid, said organic colloid rendering said dose non-lethal,"

etc. (claims 6 and 8). No proportions are specified. The

attempt is to define by the effect,—the function,—of the

colloid, not by the amount thereof, thereby prescribing

that the product contains sufficient colloid in amount or

proportion to secure the desired result. For this reason

the claims are void for indefiniteness and uncertainty,

and functionality. (General Electric Co. v. Wabash Ap-

pliance Corp., 304 U. S. 364, 371); Wood v. Underhill,

5 How. 1; Preston v. Menard, 116 U. S. 661; Germer

Stove Co. V. Art Stove Co., 150 F. 141, 144, 145, C. C. A.

6; National Theatre Supp. Co. v. Da-Lite Screen Co., 86

F. (2d) 454, 455, C. C. A. 7. As said in General Electric

Co. V. Wabash Appliance Corp. (supra):

"A limited use of terms of effect or result, which

accurately define the essential qualities of a product

I



—51—

to one skilled in the art, may in some instances be

permissible and even desirable, but a characteristic

essential to novelty may not be distinguished from

the old art solely by its tendency to remedy the prob-

lems in the art met by the patent. And we may doubt

whether the language used in claim 25, taken by

itself, conveyed definite meaning to those skilled in

the art of incandescent lighting.

"The Circuit Court of Appeals below suggested

that 'in view of the difficulty, if not impossibility, of

describing adequately a number of microscopic and

heterogeneous shapes of crystals, it may be that Pacz

made the best disclosure possible, . .
.' But con-

gress requires, for the protection of the public, that

the inventor set out a definite limitation of his patent;

that condition must be satisfied before the monopoly

is granted. The difficulty of making adequate descrip-

tion may have some bearing on the sufficiency of

the description attempted, but it cannot justify a

claim describing nothing new except perhaps in func-

tional terms. It may be doubted whether one who

discovers or invents a product he knows to be new

will ever find it impossible to describe some aspect of

its novelty." (Emphasis supplied.)

That the proportions of nicotine to colloid are critical

is at the very foundation of plaintiffs' case. This is made

very clear by their contentions that the prior product

known as "University Capsules" is not an anticipation;

that such product was lethal.
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"University Capsules."

It is an admitted fact that as early as 1923 a parasiticide

known as "University Capsules" was advocated by the

University of California Extension Service and was made

by divers persons.* MilHons of such capsules were ac-

tually used by poultrymen in evacuating round worms

from poultry. "University Capsules" contained in a

gelatine capsule 3.16 grams of pure nicotine and a small

proportion of a refined Fuller's earth ("Lloyd's reagent")

—one part of nicotine to 5.06 parts of Fuller's earth.

Some chickens were killed by the use of such product.

Some were rendered toxic or "droopy" and recovered.

Mere toxicity of the product does not differentiate "Uni-

versity Capsules" from plaintiffs' product [III. -1126],

assertedly made under the Lindstaedt and Turnbow pat-

ents. Dr. Leake testifies:- "When a chicken appears

droopy after the administration of any of these products

it indicates that the toxic effect has become apparent on

the chicken" [III. - 1106]. That plaintiffs' said product

(Nico-Gel Granules) was admittedly toxic, made the

chicken "droopy", is admitted and stated upon the label

on plaintiffs' said product. - "Do not become alarmed if

the birds appear slightly droopy for a few minutes after

feeding. This kick is left in for a purpose—it merely

insures against the birds eating an over-dose" [III.-

1108; Cf. 1137]. "University Capsules" cannot be

classified as inoperative in the patent-law sense. The fact

See Defendant's Exhibit D [IV. -1247].
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that, due to the insufficiency of the proportions of colloid,

it was not as safe and dependable as some subsequently

differently proportioned products, cannot efface the fact

that such parasiticide, in capsule form, was efficient. The

fact that it contained too great a proportion of nicotine

to the colloidal substance,—a greater proportion than the

holding power of said quantity of colloid,—does not

eradicate its anticipatory effect. On the contrary, it

illuminates the insufficiency of the Lindstaedt patent dis-

closure. Lindstaedt attempts to claim enclosure of a lethal

quantity or dose of nicotine in a capsule. Nowhere in

his patent does he define in what manner a lethal quantity

is to be administered, unless it be as a pellet (containing

70-80 mg. of nicotine and 900-1000 mg. of colloid), or

that 70-80 mg. of nicotine be enclosed in a gelatine capsule.

If the University Capsule containing nicotine and Fuller's

earth enclosed in a gelatine capsule was so toxic and so

dangerous that it was wholly lacking in utility (contrary

to the evidence that millions thereof were actually suc-

cessfully used) and killed such a large percentage of

chickens treated therewith (contrary to the evidence) as

to justify a finding that University Capsules was in-

operative and totally unsuccessful for the purpose for

which it was designed,—which is the test of patent law

to be applied,—then why is not the Lindstaedt patent

totally invalid? That which infringes if later will antici-

pate if earlier (Killefer Mfg. Co. t. Dinuba Associates,

Inc., supra). The Lindstaedt patent says:- "Besides the

use of the substances described to protect against the
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effects of a normally lethal dose of any of the described

alkaloidal substances, I have found that similar results

may be obtained by placing a quantity above the normally

lethal dose of the alkaloidal substance (70-80 milligrams)

in a gelatine capsule which may be administered inter-

nally" (p. 2, col. 1, lines 33-40). This product is thus

described and set forth in the Lindstaedt patent as the

full equivalent of any other product therein described

and is clearly within the scope of the claims in suit. Lind-

staedt thereby teaches that free nicotine may be coDoidally

held by merely enclosing it in a gelatine capsule. The

patent claims are co-extensive with this teaching. Uni-

versity Capsules enclose nicotine in a gelatine capsule.

As we shall hereafter specifically point out, "University

Capsules" did not include Lloyd's teaching of patent

1,250,331 [Defts. Ex. YY - IV. - 1520] that one part of

nicotine to twenty parts of colloid would be sufficient to

hold the alkaloidal compound so it will pass through the

stomach without the alkaloids or alkaloidal salts being

dissolved and that in the intestines the alkaloids or alka-

loidal salts will be dissociated. (Lloyd patent, col. 1, lines

21-28.) It is obvious, therefore, that to avoid the antici-

patory effect of these prior "University Capsules", and

show patentable invention or discovery by Lindstaedt, it

was incumbent upon Lindstaedt to comply with the re-

quirements of the patent law and state in his description,

and claim in his claims, the proportions of ingredients

which were critical, and the discovery of which proportions

comprised the patentable invention or discovery.



—55—

The "University Capsules" Do Not Prove Lloyd's

Patent Medical Compound Is Lethal.

Predicated upon the testimony of Dr. Leake [III.

-

1087 et scq.\, plaintiffs in the District Court contended that

the medical compound of one part nicotine to 20 parts col-

loidal matter of the Lloyd patent 1,250,331 is lethal. None

of the toxicity tests testified to by either Dr. Leake or Dr.

Ramage were with proportions of nicotine and Fuller's

earth corresponding to Lloyd's one part nicotine to 20

parts Fuller's earth. This important distinction cannot be

overlooked. It destroys the probative value of such tests.

Dr. Leake's testimony refers to the so-called "University

Capsules". Plaintiffs' contention ignores the fact that,

although in the literature relating to "University Capsules"

reference is made to the use therein of "Lloyd's reagent,"

there is no evidence which will sustain a finding (and the

District Court did not find) that such capsule contained

nicotine and Fuller's earth in the proportions of one part

nicotine to 20 parts Fuller's earth as set forth in said

Lloyd patent. Dr. Leake did not so testify. The fact is

that such University Capsules contained, and the District

Court found them to contain, "a capsulized mixture of

fuller's earth 'and Black Leaf 40' "; "6.6 c.c. (7.92 grams)

of Black Leaf 40 with 16 grams of Lloyd's colloidal re-

agent, a refined fuller's earth" [Finding 12, I. -122].

40% of the 7.92 grams of "Black Leaf 40" is 3.16 grams,

i. e., the nicotine contained in 7.92 grams of "Black Leaf
40" is 3.16 grams. The proportions found by the court

in University Capsules is therefore 5.06 parts of Fuller's

earth to one part of nicotine,—not one part of nicotine to

20 parts of Fuller's earth as specified in said Lloyd patent.

This would indicate that whoever originated University

Capsules was either in ignorance of, or totally ignored the



—56—

plain teaching of said Lloyd patent. Admittedly defend-

ant's product is not lethal. It contains, however, 5%
(4.2%, Ramage's inaccurate analysis) nicotine (alkaloid)

and 95% colloidal substances,—one part nicotine to 20

parts colloidal substance,—Lloyd's prescription. Univer-

sity Capsules contain one part nicotine to 5.06 parts col-

loidal matter, far in excess of the holding power of Fuller's

earth. When consideration is given to the fact that the

function of the colloid is to hold the nicotine from dis-

sociation (Lloyd patent, lines 21-28), the use of insuffi-

cient colloid necessarily results in insufficient holding of

the nicotine against dissociation. A consideration of the

proportions of nicotine and colloid proves this was the

fault or failure of the University Capsules. It is strange

that, if the originators or the manufacturers thereof had

any knowledge of the Lloyd patent teachings, that they

did not utilize the Lloyd prescription of one part nicotine

to 20 parts colloidal material, as did the manufacturer of

defendant's product.* If, on the other hand, only par-

ticular colloids can be used, then the Lindstaedt patent is

void because it does not set out this fact and also because

it does not specify only the colloids which can be used. If

the fundamental assertion thus attempted by plaintiffs is

that fuller's earth is not a colloid which can be used (if

used in proper proportions) to hold nicotine against dis-

*Ramage testifies:- "There are all degrees of adsorption," etc. [I. -238].
".

. . the important feature of that is that the method of release of the
nicotine is a critical factor in determining the parasiticidal action of the
product." [I. -241.] That the colloidal principle of adsorption and ahsorp-
tion was general medical knowledge [1.-318]. That colloids differ greatly
in their holding power for different substances [1.-319]. That it is "a mere
matter of selection hy a chemist to select the one which will exert the greater
holding power for any particular substance which he had under considera-
tion" [I. -319]. It is a matter of experimentation and selection [I. -319].
".

. . if you have any holding agent you hold your nicotine slightly more
firmly" [I. -261].
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sociation and render it non-lethal, the Lindstaedt patent is

void because, it is well settled that the inclusion of a whole

class of materials, only some members of which class are

useful, renders the patent void (Corona Cord Tire Co. v.

Dovan Chemical Corp., 276 U. S. 358; Holland Furniture

Co. V. Perkins Glue Co., 277 U. S. 245 ; Angle v. Richard-

son, 97 F. (2d) 7Z6, 740 -CCA. 9); Schrieber-Schroth

Co. V. Cleveland Trust Co., 305 U. S. 47, 58). Lindstaedt

specifies all colloidal substances as efficient and his patent

claims embrace all colloidal substances. He states he pre-

fers organic colloids; but the vice of his patent is that

while stating a preference for organic colloids, he includes

and makes all colloidal substances equivalents. The prin-

ciple of patent law last cited applies because it is not suffi-

cient to enumerate by name a number of a class where the

whole class has been set forth as available and workable

for a specific function, as does the Lindstaedt patent. All

the particularly named substances are merely named as

equivalent for any and all other colloidal substances,

organic or inorganic, and under the last cited cases, the

public cannot be left to experiment and select which of the

substances are efficient and which are not. The public has

an equal right to assume that if it selects any colloidal sub-

stance, inorganic or organic, the effect and result will be

the same. If this is not true, the patent is void. If it is

true, the patent is anticipated by any medicinal compound

which contains a toxic alkaloidal substance (such for in-

stance as nicotine, coniine, or their salts, such as the

sulphates or nitrates) and any colloidal substance. For

Lindstaedt says, "The composition of my invention * * *

comprises a toxic substance such as an alkaloidal sub-

stance, in quantities sufficient to destroy internal parasites,
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and a substance which protects against the efifect of a

normally lethal dose of the toxic substance" (patent, p. 1,

col. 1, lines 34-40). If an attempt be made to restrict the

patent to organic colloids, plaintiffs are in no better posi-

tion. Claims 2 and 3 embrace all colloids and such an

attempt admits the invalidity of these claims. The District

Court did not predicate its decision on any such distinction.

Furthermore, the Lloyd patent not only teaches the use of

a colloidal substance for this purpose (specifically naming

an inorganic colloid ) but gave to the world complete knowl-

edge of the holding or carrying principle upon which the

medical compound depended for protection against dissoci-

ation in the acid portion of the digestive tract. (C/. Lum-

ber Anti-Stain Co. v. Nester, 178 F. 927 -CCA. 6.)

Other printed publications, public documents, and patents

prior to either Lindstaedt's or Turnbow's alleged discovery,

or more than two years prior to their respective applica-

tions for patent, disclosed the use of organic colloids. To

substitute one colloid for another, an organic colloid for

an inorganic, or vice versa, was only the substitution of

a well-known equivalent.

The testimony of J. J. Bergstedt discloses the practical

use of nicotine to expel round worms from chickens, and

its combination with various substances of a colloidal

nature. Mr. Bergstedt's testimony is corroborated in

essential details by the printed publication, Defts. Ex. F
[IV. -1250] (itself a bar under RS.U.S. 4886, as a

printed publication, to a grant of a patent for anything

disclosed therein). ''Casein powder" is one of the sub-

stances of colloidal nature recommended by the Lindstaedt

patent (p. 1, col. 2, line 15). Casein powder is dried milk

[I. -378]. This is one substance of organic colloidal

nature used by Bergstedt by which nicotine was held
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[11. -565: II - 555
I

. He used nicotine sulphate (Black

Leaf 40) and chicken mash which contained dried milk

[II. -558-559]. We point to this as an example that

Berg-stedt's operations and knowledge are so complete as

to in themselves alone constitute a complete anticipation.

Alone or taken in connection with the common knowledge

exempHfied by the Lloyd patent 1,250,331 (Defts. Ex.

YY) there was nothing left for Lindstaedt to invent.

However, we may point out that Bergstedt testifies to the

continuous use of nicotine and various holding agents for

more than thirteen years prior to the alleged invention by

Lindstaedt [II. - 567] without lethal effect on his chickens

[II. -615]. This use vv^as not a mere experiment but a

continuous use for the entire thirteen years, and in fact

right up to date [II. - 567], and the treatment was on ap-

proximately 4500 chickens each year [II. -568], making

a treatment of more than 100,000 birds. Bergstedt further

testified that he never killed a chicken by any of his treat-

ments [II. -615] but he destroyed the round worms [II. -

563-564]. Among the mixtures used by Bergstedt were

the following :-

1. Nicotine and dried milk [II. - 560-565].

Casein is the principal component of dried milk

[I. -378].

2. Nicotine and soy bean meal [II. - 555, 604].

3. Nicotine and rosin [II. - 560, 563, 607].

4. Nicotine and fuller's earth [II. - 560, 563].

The plaintiff's' expert Ramage testified that ful-

ler's earth would be one of the substances that

would absorb and/or adsorb nicotine. "Fuller's earth

is * * * a substance of colloidal nature."

[I. -340].
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5. Nicotine and chicken mash [II. -558, 559].

The use of nicotine and mash is further substan-

tiated by the printed pubHcations, such as Defts.

Ex. RR at pp. 29, 30 and 31 [IV. - 1494-96].

Mash is certainly a substance which absorbs and/or

adsorbs as it is a finely divided product containing

proteins, starch, gum, sugar and carbohydrates

[I. -312, 313; II. -555] and by its very nature is

in a finely divided condition, practically a powder.

Mash contains dried milk [II. -555] which is

casein [1.-378] and soy bean meal [II. -555].

These are all holding agents specified and named as such

by Lindstaedt (pat., p. 1, col. 2, lines 14-23).

The work done by Bergstedt was disclosed to Mr. J. R.

Beach of the University of California Agricultural Ex-

perimental Station. Bergstedt made Beach acquainted

with the work that he did over the period of time extending

from 1915, when Bergstedt started this work at the

request of the Petaluma Chamber of Commerce, and this

work is found to a considerable degree published in "The

Cornell Veterinarian" of January, 1925, more than two

years prior to Lindstaedt's application [Defts. Ex. RR,

IV. - 1484-1501]. This publication discloses the success-

ful administration of nicotine for the purpose of combating

round worms, showing use of "Bleackleaf 40" [IV. - 1487-

88] ; the use of "Blackleaf 40" as administered in lactose

or corn-starch [IV. - 1491] ; the administration of nicotine

in capsules to the extent of from 80 to 200 milligrams per

dose without lethal effect upon the chickens; the further

use of "Blackleaf 40" in corn-starch to the extent of 200

to 400 milligrams per dosage; the administration of

"Blackleaf 40" in mash mixed with molasses, again veri-
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fying Bergsted't testimony with respect to this use, where-

in the quantity of nicotine was at the rate of 15 to 40 mil-

Hgrams per day as fed in mash ; and in experiments 2 and

3 shows the administration of nicotine with molasses and

mash, showing (in Table VI.) 100^^, removal of round

worms without lethal effect upon the chickens, wherein the

daily dosage was at the rate of 20 mg. per day over a

period of eight to ten days and continued dosage of 160 to

200 mg. without lethal effect upon the chickens. Experi-

ment No. 3 shows extensive experimental work done

through the use of "Blackleaf 40" mixed with mash (ad-

mitted to be a material of finely divided character having

adsorption and absorption properties), wherein the daily

dosage was 20 mg. per day over a protracted period of

time, with the result of recovery of 111 out of 112 round

worms infesting the entire number of birds or a total of

99% perfect results. This publication shows the use of

these obviously equivalent substances of colloidal nature,

some of which are specifically within and some without

the specific examples given in the Lindstaedt patent in suit

but all of which function in substantially the same manner

to produce the same result. It shows the administration

of a daily dose of nicotine stated in the Lindstaedt patent

to be lethal: shows the administration of this daily dosage

of nicotine protected by a substance of colloidal nature

rendering the dose non-lethal, and shows that the mixtures

administered, including normally lethal dose of nicotine

and the organic colloidal substances, were internally ad-

ministered and acted as a parasiticide for the removal of

internal parasites as administered. Obviously, if the un-

contradicted oral testimony of Bergstedt requires any cor-

roboration, it is found here in this publication of "The

Cornell Veterinarian," the publications of the University



—62—

of California, and other publications wherein it is set forth

that J. J. Bergstedt was (if anyone) first responsible for

the discovery that nicotine protected by a substance of

colloidal nature could be administered to fowl in quantities

normally lethal to act as an internal parasiticide for the

elimination of round worms. The assertions made by

Bergstedt of the disclosure of this matter to J. R. Beach

stand uncontradicted. The evidence shows that Beach was

acting in some capacity on behalf of the plaintiffs in this

action in attending the ex parte experimental work that

plaintiffs performed in an effort to show that a dosage of

nicotine in excess of 10 mg. was lethal. His availability

to plaintiffs affirmatively appears [I. -292]. We thus

have the uncontradicted testimony of Bergstedt, supported

by the written published evidence, that Bergstedt (if any-

one) was the prior inventor or discoverer, prior user, and

the first one to disclose that nicotine protected by a sub-

stance of colloidal nature could be administered to fowl

as an internal parasiticide in doses greater than the norm-

ally lethal dose for the removal of internal parasites, round

worms.

References have been made to Bergstedt's work and to

the various uses of the various compositions of matter

used by him as "tests and experiments." The fact is that

these were actual productions of these compositions of

matter and were actual uses of them, used, as the evidence

shows, to the extent of treating over 100,000 chickens for

the removal of round worms during the period of time that

this work was carried on by Bergstedt, with chickens in

a commercial flock raised by him for commercial purposes.

These are not "abandoned experiments" under that doc-

trine in patent law. The compositions of matter were made

and completed within the rule of Corona Cord Tire Co. v.
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Dovan Chemical Corp., 276 U. S. 358, particularly at 383

(72 L. ed. 610, 619) wherein the Supreme Court says:-

"A process is reduced to practice when it is successfully

performed. A machine is reduced to practice when it is

assembled, adjusted and used. A manufacture is reduced

to practice when it is completely manufactured, A com-

position of matter is reduced to practice when it is com-

pletely composed." (citing authorities). Bergstedt made

these compositions of matter. This printed publication,

"The Cornell Veterinarian," in January, 1925, pubHshed

these compositions of matter "in sufficiently full, clear, and

exact terms to enable one skilled in the art to which they

appertain" to compose them. The use or tests or experi-

ments with these compositions of matter were not a part

of the completion of the compositions of matter as public

knowledge within the patent law. In this case plaintiffs

confuse the law and that confusion is reflected in the

Lindstaedt patent in suit. The manner of use is not a

part of the composition of matter. For this reason the

Court should not attempt to differentiate between Lind-

staedt's asserted composition of matter, (wherein the nico-

tine is enclosed in a gelatine capsule, or compressed into

one-grain tablets of intermixed nicotine and colloidal mat-

ter,) from such a composition of matter when merely in

finely divided form but unenclosed in any container. It

may be that in some uses as for chickens, as distinguished

from dogs or other animals, it is advantageous to use the

composition of matter in finely divided state without any
cover or container, but the Lindstaedt patent does not in

any of its claims limit the alleged invention to not being

enclosed in a container such, for example, as a gelatine

capsule, and therefore the composition of matter embraced
within any one of the Lindstaedt patent claims must be
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adjudged disregarding any such distinction. The novelty

of such claims must be adjudged with the consideration in

mind that they cover both the enclosure in gelatine capsules

and in a free unenclosed state, unless the inclusion in

claims 3, 6 and 8 of "a lethal size dose" requires, as it of

necessity does, that a quantity having such proportion be

compressed into a pellet or enclosed in a capsule, thereby

measuring the dose.

The work that Bergstedt did was not in the nature of

private experimental work. He during this period of time

was President of the Poultry Producers of Central Cali-

fornia [II. -569], and during this period of time it is

shown that said Poultry Producers on Bergstedt's recom-

mendation bought and sold to its members the materials

recommended by Bergstedt for the treatment of round

worms. -

"Q. How much of that mixture did you add to

your mash?

"A. Well, we used to add about something like an

ounce, I cannot say exactly the formula; we changed

the formula continuously. We put, as near as I can

remember, about an ounce to 500 birds, of pure nico-

tine.

"Q. When did you do this, that you used this

brown sugar and nicotine?

*'A. Well, we used it during the years 1919 and

1920. The Poultry Producers handled it. They

bought the nicotine and brown sugar and the mem-
bers were buying it and trying it out, themselves.

"Q. You mean the P. P. C. C. bought the mate-

rials ?

"A. Yes.
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"Q. And sold it to the growers?

"A. Yes.

"Q. The Poultry Producers of Central California

is what I mean by P. P. C. C. That is correct, is it

not?

"A. Yes.

"Q. As you understood the question, the Poultry

Producers of Central California, that is referred to

as P. P. C C?
"A. Yes.

"Q. How did they come to be distributing this

material?

"A. Well, the members came in and asked about

it, they got brown sugar, because I have recom-

mended that it could be used." [Bergstedt-

II. -559-560.
J*

In its finding 11 [I.- 122] the District Court makes a

partial but incomplete reference to the tobacco-dust method

of treatment and that "the unreliability of the nicotine

content produced unsatisfactory results, frequent high tox-

icity and sometimes lethal effect." This partial finding

does not find, nor does it deny, the additional facts relative

thereto fully explained by Bergstedt. Bergstedt testifies :
-

"Well, we found this, that the farmers were using the

nicotine and brown sugar, each one thought that a certain

portion given to their poultry would be a little bit better,

and the first thing they got the chickens toxic by feeding

too much of it," [II. -560]. Bergstedt used two pounds

of dry tobacco-dust to a hundred pounds of chicken-mash.

The use of this was continued by the poultrymen for sev-

"'Sugar is one of Lindstacdt's colloids. It is specified both as a filler

and as a colloid [IV. -1200, col. 2, lines 50-53].



—66-

eral years [11. - 556-57] . Like the experience with the use

of cyanogen gas to destroy scale in the citrus industry where

such scale became substantially immune to such poison,

the chickens appeared to build up a resistance towards the

tobacco-dust. Therefore Bergstedt and the poultrymen

thought their tobacco-dust was not strong enough and

they made solutions of "Blackleaf 40" and soaked it back

into the dust [II. - 557] because they had found that when

the tobacco-dust had been exposed to air and sunshine it

oxidized to the extent that the nicotine evaporated out of

the dust [II. - 557-58]. Then Bergstedt and the poultry-

men "made a solution of brown sugar with the nicotine

and mixed the solution in the morning mash. We fed

about four or five thousand in a morning mash, we fed

about 15 to 16 five-gallon cans full of mash, and we mixed

with certain portions of that into these particular mashes,

and fed it to the poultry that way." An ounce of nicotine

to about two pounds of brown sugar [II. - 558-59]. That

this mixture of the nicotine and brown sugar with the

chicken-mash was extensively used by others is cor-

roborated by the printed publication, 'The Cornell Vet-

erinarian," published January, 1925 [Defts. Ex. RR, IV. -

1485, at 1494-97]. This product or composition is a com-

plete anticipation of the alleged Linstaedt invention; it

contains nicotine sulphate and practically all and each of the

specifically mentioned organic colloidal substances named

in the Lindstaedt patent; for example, contains protein,

starch, gums, sugar, and carbohydrates [I. -312]. Ram-

age admits this and attempts to differentiate solely by the

statement that the chicken-mash has the cellulose in it

[I. -313] ; that the protein, starch, carbohydrates, are not

free; that ''they are active agents for holding a substance

such as nicotine," and it is only after they are split out of
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the structure of the vegetable that they acquire their active

chemical properties that make them holding agents for

such a substance as nicotine. But Ramage ignores the

fact that the Lindstaedt patent specifically names peanut

meal, pea meal, and soy bean meal as active colloidal sub-

stances, and these are merely the ground meal of various

beans and contain cellulose matter, the same as chicken-

mash. In fact, the chicken-mash is a composition of

ground meals and contains in addition certain other things

such as soy bean meal and dried milk powder (casein)

[II.-5.S5]. Ramage's testimony [I. -314] attempting to

differentiate between chemically splitting out and mechan-

ically splitting out is impeached and contradicted by his sub-

sequent testimony [hereinbefore quoted, I. -479] that this

can be done by grinding. It is a natural question to ask:

How, knowing only that colloidal materials are present in

a product, Ramage can assert that in one product the col-

loidal materials are not colloidally active, while in another

(defendant's) product they are colloidally active, when he

does not know in the latter case in what condition they

were or how they were put together? He has only a

chemical analysis showing the elements as chemical

elements.

The record contains divers printed publications and offi-

cial registrations of products registered under the Kansas

law for sale and use in the state of Kansas. These are

more than two years prior to the dates of application for

the Lindstaedt and Turnbow patents and they are public

knowledge. [See Kansas City depositions of J. C. Mohler

and Paul V. Ijams, II. -633-96.] These made public

knowledge (R. S. U. S. 4886) and show the prior use of

nicotine and other alkaloids with practically every known
substance as a carrier, including specifically nicotine and
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nicotine sulphate and both organic and inorganic colloidal

substances, both in a comminuted state, in capsules, and

tablets or pellets. The Lindstaedt patent particularly re-

fers to "kamala, a resinous excretion from a species of

tree" fPat., p. 2, col. 2, lines 18-25]. This is a specially

successful organic colloid for this kind of a parasiticide

or vermifuge. These printed publications and official

Kansas registrations show many products comprising nico-

tine and nicotine sulphate and kamala [see IV. - 1407,

1414, 1421, 1423-25, 1430, 1432, 1436, 1442, 1444]. Nico-

tine is also the active ingredient in numerous other of these

products [see IV. - 1295, 1401, 1406, 1409, 1414-15,

1421-22, 1426-29, 1431, 1449, 1451]. Among the divers

products in which tobacco is the active element are poultry

remedies composed of tobacco and kamala [IV. -1391,

1396], peanut meal [1412], rosin [1416, 1422], starch

[1404]. Lindstaedt patent specifically names all these as

acceptable effective organic colloids. The Larkin Hen-

Chick-Turkey worm tablets contained kamala, arica nut,

nux vomica, nicotine sulphate, digitalis and acacia [IV. -

1430]. Nux vomica contains several alkaloids (r/. Web-

ster's New International or Funk & Wagnall's Standard

dictionaries). It has been used with peanut hull meal

[IV. -1265, 1286, 1312, 1346, 1351, 1360, 1391, 1392,

1400, 1463] ; nux vomica 1 part to 9.3 corn-starch [1396]

;

to 7.9 parts starch [1403].* In following the Kansas law

Kamala, peanut meal, starch, rosin, powdered soap, arc all organic

colloids and specified as such in the Lindstaedt list of substances, from
which to select a colloidal substance as desired.
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the analyses of all these products were made of the

products as they were being ofifered for sale. They show

that it was a generally known and recognized fact that

nicotine and other toxic substances were useful and used,

as an internal parasiticide, when mixed with a protecting

or holding agent of an organic colloidal nature. Anyone

with all these before him and having before him the Lloyd

patent 1,250,331, and the other public knowledge, such as

the prior Lindstaedt's patents (Deft.'s Ex.'s H, I and J)

would be able therefrom to produce a non-toxic success-

ful vermifuge using only the ordinary skill of the chemist

and certainly no more experimentation than would be neces-

sary to produce a successful parasiticide from either the

Lindstaedt or Turnbow patents. Such use of such usual or-

dinary skill cannot rise to the dignity of patentable inven-

tion. Lindstaedt's patent suggests he thought he had discov-

ered the principle that a toxic substance could be held by a

colloid so as not to be dissociated in passing through the

acid alimentary tract, but Lindstaedt was mistaken. Lloyd

made this public knowledge in 1917. On cross-examina-

tion Ramage testifies that, "the fact that any material

having active groups, active chemical groups in it is ab-

sorbed, * * * It is not a matter developed from testi-

mony in this suit."; it is a matter of general knowledge;

that these colloids differ greatly in their holding power;
it is a mere matter of selection and experimentation to

select one which will exert the greater holding power for

any particular substance [IL- 318-19]. It is a mere
matter of degree [II. -419-20, 424-25]. Leake also ad-

mits this [III. - 1104]. This cannot be patentable. {An-
sonia Brass & Copper Co. v. Electrical Supply Co., 144
U. S. 11.)
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Lindstaedt Patent Void Because of Double Patenting.

Prior to filing application for the patent in suit, Lind-

staedt had applied for three other patents, subsequently

granted [Nos. 1,776,862, 2,007,721, and 2,007,722-

Defts. Ex.'s H, I and J, respectively - IV. - 1332-41].

Each of these is for a vermifuge or parasiticide to be em-

ployed in the treatment of worms or like parasites in the

digestive tract (see 1st Par. of each patent).

Nicotine is the toxic substance or one of the toxic sub-

stances specified in each of these three prior Lindstaedt

patents. We say "prior" because, although not issued

until after the filing of the application for the Lindstaedt

patent in suit, by law, having been filed first, they are

prior in point of time and the patent in suit cannot patent

the subject-matter patented in either of these three prior

Lindstaedt patents. The patent law authorizes only the

grant of one patent for an invention. The Commissioner

of Patents exhausts his authority to grant patents upon

granting one. {Miller v. Eagle Mfg. Co., 151 U. S. 186,

196-8; Hopkins on Patents, p. 253, Sec. 199; Dcller's

Walker on Patents, Vol. 2, Sec. 280; Underzvood v. Ger-

ber, 149 U. S. 224; Toledo Scale Co. v. Computing Scale

Co., 9 F. (2d) 823 (C. C. A. 6); Washburne v. Con-

solidated Safety Pin Co., 197 F. 552.) The Lindstaedt

patent in suit particularly provides that casein powder

(dried milk) is one of the substances of colloidal nature
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which may be selected to hold the nicotine. The prior

Lindstaedt patent 1,776,862 (Defts. Ex. H) embraces, de-

scribes and patents "a new composition of matter, a com-

pound of nicotine and casein" (claim 3). This patent

says: "In this reaction the acidity of the casein is a

positive advantage, reacting as an acid on contact with

the basic nicotine alkaloid in solution, or more properly

speaking, in a colloidal dispersion, for the proteins (as

casein) are not truly soluble" [IV. -1332, col. 2, lines

70-76]. Claim 11 of the Lindstaedt patent in suit em-

braces and claims a medical compound comprising a toxic

substance (nicotine) and casein for holding the toxic

substance.* If the invention was broader than the embodi-

ment in the composition of matter of nicotine and casein,

under this rule of law any broad or generic claims must

have been secured in the first patent. A second or sub-

sequent patent can only cover a specific new discovery or

improvement. There is no different mode or procedure in

mixing the nicotine and casein. Neither describes more

than mere mixing.

*This claim attempts to include the effect of the holding when the com-
pound is used, but this cannot be adjudged a sufficient differentiation to

comply with the statute even were it possible (contrary to the fact) to

maintain that the earlier patent (Exhibit H) fails to embrace or disclose

this specific operation or result when the compound is used. {General Elec.

Co. V. Wabash Appliance Corp., 304 U. S. 364; White v. Dunbar, 119 U. S.

47, 51.) Such a claim clearly fails to particularly point out and distinctly

claim the composition of matter or "apprise the public of what is still left

open to them." (Paper Bag Patent Case, 210 U. S. 405, 419; U. S. L. &
H. Corp. V. Safety Car H. & L. Co., 261 F. 915, 918; Fulton Co. v. Poti.'ers

Reg. Co., 2(*3 F. 578, 580; Motion Picture Patents Co. v. Universal Film
Mfg. Co., 243 U. S. 502.)
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In the patent in suit Lindstaedt specifies that agar-agar

may be used as the colloidal substance for holding, and

the Turnbow patent is predicated upon such use of agar-

agar specifically. The prior Lindstaedt patent 2,007,721,

Exhibit I, patents (claim 6) : "The method of preparing

alginic acid compounds which includes the step of adding

to alginic acid an alkaloid.", and claim 16: "The herein

described method of producing nicotine alginate consisting

in gradually adding to spray dried alginic acid nicotine

alkaloid." The product is also patented [see claims 19,

20, 24-30, inclusive - IV. - 1338]. Either claim 23, 'The

addition product of alginic acid and coniine" (coniine

being one of the toxic substances of the Lindstaedt patent

in suit) or claim 27, "Neutral nicotine alginate", may be

referred to to definitely establish that this Lindstaedt

Exhibit I patents a mixture of nicotine alkaloid and agar-

agar, one of the equivalent colloidal substances which the

Lindstaedt patent in suit states may be selected. The

claims of the Lindstaedt patent in suit (like those of Ex-

hibit I) are not limited to any particular proportions of

agar-agar, casein or rosin. Remembering that an inter-

ference proceeding was instituted in the United States

Patent Office between the applications for the Lindstaedt

patent in suit and the Turnbow patent because both de-

scribed and claimed a mixture of nicotine and agar-agar, it

is to be noted that difference in proportions of these in-

gredients are not material. Ramage testifies that, "The dis-

closures of the two patents * -^^ * ( Lindstaedt patent in suit

and Turnbow) are parallel up to the point where Lind-

staedt (Turnbow) emphasizes the administration of a
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finely divided product as distinguished from a pellet form;

finely divided product permitting the administration of the

material mixed with the mash so that the convenience of

administration is greatly increased." [11. -518]. The

proportions specified in the Turnbow patent, which Ramage

testifies were the same as those of the Lindstaedt patent

in suit [IV. -1203, col. 2, Hues 35-39], are the same as

the proportions in the prior Lindstaedt patent [Defts.

Ex. I, IV. - 1337, lines 13-17]. Alginic acid is the active

ingredient of agar-agar [II. -876]. Again the claims of

the Lindstaedt patent in suit and of the Lindstaedt patent,

Defts. Ex. I, are to the same subject-matter, /. e., the same

product. Patentable identity is established under the rule

that what infringes if later, anticipates if earlier.

Similarly, the Lindstaedt patent 2,007,722 [Defts. Ex.

J, IV. - 1340] embraces, discloses and patents a compo-

sition of matter comprising nicotine and like alkaloidal

derivatives of tobacco, or synthetic volatile alkaloids, with

abetic acids, rosin, etc., and claim 7 thereof embraces and

calls simply for "nicotine combined with an excess of

rosin". No different manner of mixing the excess of

rosin with the nicotine exists between the explanations of

the two patents. The Lindstaedt patent in suit embraces

as equivalents, "all of the classes of gums and resins are

also satisfactory" [IV. - 1200, col. 2, Hues 20-21]. All of

the substances of colloidal nature thus specifically men-

tioned in the patent in suit are in law specified as substi-

tutes or equivalents and a broad claim covering one covers

all, under the doctrine of equivalency in patent law, as well
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as nicotine, coniine, is specifically mentioned in the Lind-

staedt patent in suit as a toxic or alkaloidal substance

utilizable. Furthermore, the Exhibit J patent [IV.-

1340, col. 1, lines 31-32] specifically says that the com-

position may be employed as a spray or for inter-

nal administration. Again we ask, - If an attempt is

made to diflferentiate said prior Lindstaedt patents (Ex.'s

H, I or J) (as above compared) from the disclosure and

patent claims of the Lindstaedt patent-in-suit, upon the

hypothesis of any difference in manner or proportions in

mixing, such attempt if sustained utterly destroys any

proof of infringement in this case, - because Ramage's

testimony and his chemical analyses are insufficient to

prove that defendant has not used the method and the

proportions of these prior Lindstaedt patents. Ramage

was unable to identify, and his chemical analyses do not

disclose, what the 3L5% ash represents. 31.5% of de-

fendant's product is by him admittedly unidentified and its

utility in the product unknown. Furthermore, how it was

intermixed or chemically combined, or whether chemically

combined, is unknown. We thus see that any attempt by

plaintiffs to differentiate the disclosures, the products, or

the patenting of the prior Lindstaedt patents [Ex.'s H, I

and J] from the Lindstaedt patent in suit requires abso-

lute inconsistency on the part of the plaintiffs. Plaintiffs'

proof of infringement then likewise becomes a mere case

of speculation, if one assumes that it is mere speculation

as to the proportions , manner of mixing, etc., of any one

of these three prior Lindstaedt patents.
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Conclusion.

Appellant submits that:

( 1 ) both the Lindstaedt patent 2,036,638 and the Turn-

bow patent are invalid because anticipated and for want

of patentable invention or discovery;

(2) said Lindstaedt patent is void because it is a double-

patenting of the same inventive ideas patented in the prior

Lindstaedt patents, 1,776,682, 2,007,721 and 2,007,722;

(3) said Turnbow patent is void

(a) because antedated by Lindstaedt's alleged in-

vention, as conceded by Turnbow in the Patent Of-

fice, and

(b) as anticipated by the prior Lindstaedt patent

2,007,722;

(4) the claims of the Lindstaedt and Turnbow patents

are invalid for

(1) indefiniteness and

( 2 ) as claiming a function, - no critical novel pro-

portions of ingredients are set forth in the specifica-

tion or distinctly claimed in the claims;

(5) the record does not contain evidence which will

support a finding of infringement of either the said

Lindstaedt or Turnbow patents ; that it is not possible

from the evidence herein to determine with any certainty

whatsoever

( 1 ) whether defendant's product depends upon the

principle of "adsorption and/or absorption" of nico-

tine by a colloid, or

(2) if so, what proportions or ingredients are em-

ployed, or
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(3) whether the inoredients are chemically com-

bined as distinguished from said mere "adsorption

and/or absorption"

;

(4) that the record will sustain only a finding that

defendant's product is in some undisclosed manner

composed of nicotine equivalent to nicotine alkaloid

5% and Inert 95%, and follows the prior Lloyd

patent 1,250,331.

That the appealed judgments should be reversed, with

costs to appellant, the injunctions dissolved, and these

cases remanded with instructions to dismiss plaintiffs'

complaints and to grant the relief prayed by defendant's

declaratory-judgment counterclaim that the Turnbow

patent is invalid and not infringed.

Respectfully submitted,

Lyon & Lyon,

Frederick S. Lyon,

Lewis E. Lyon,

Frederick W. Lyon,

Attorneys for Defendant-Appellant.



APPENDIX.

In the Southern Division of the United States District

Court, Northern District of California.

Grover D. Turnbow, C. E. Gray, and Lederle Labora-

tories, Inc., a corporation, plaintiffs, vs. Farmers' Co-

operative Exchange, Inc., 1st Doe, 2d Doe, 3d Doe, 4th

Doe and 5th Doe, defendants. In Equity No. 4090-R.

Civil Action No. 21067-S.

Memorandum Opinion.

Roche, District Judge:

These are suits for the alleged infringement of two pat-

ents, both of which deal with a chemical composition which

is used in the poultry industry to cure the disease of round

worm. The first patent, No. 2,036,638, was issued on

April 7, 1936, to Frank Floyd Lindstaedt for his product,

"Parasiticide''. Plaintiffs obtained the patent rights to the

Lindstaedt product by means of an assignment to Turn-

bow. The second patent. No. 2,091,840, was issued on

August 31, 1937, to plaintiff Turnbow for his product.

"Vermifuge". Defendant is the user of a product called

"Kon-Trolled Nicotine", manufactured by Alexander and

Sons.

A bill of complaint was filed October 8, 1936, on the

"Parasiticide", or Lindstaedt, patent, but this bill was

amended January 20, 1938. Defendant prepared an

answer to the amended complaint and also submitted a

cross-complaint in which it asked for declaratory relief.
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Plaintiffs replied to the cross-complaint, and then filed a

civil action November 25, 1938, on the "Vermifuge", or

Turnbow, patent. The two causes of action, arising out

of the alleged infringement of each patent by defendant's

product, "Kon-Trolled Nicotine", were consolidated for

trial, which commenced November 30, 1938, on which

date defendant filed its answer to the second cause of

action.

Specifically, plaintiffs have alleged infringement of

claims 2, 3, 6, 8, 11 and 12 of the Lindstaedt patent and

claims 1, 2 and 7 of the Turnbow patent. Defendant has

denied infringement, and has asserted that plaintiffs' pat-

ents are invalid.

The evidence presented at the trial by defendant at-

tacked the validity of plaintiff's patents, but did not refute

the chemical proof of the similarity of the products of

plaintiffs and defendant. Hence the showing by plaintiffs

of infringement is conclusive unless defendant is able to

sustain the burden of proving that plaintiffs' patents are

void. Alliance Securities Co. v. J. A. Mohr & Son (1926),

14 F. (2d) 793, and similar cases. Despite the efforts of

defendant to establish anticipation, based upon earlier

patents and usage which relied upon nicotine as the

effective agent for the killing of round worm, the record

discloses the fact that defendant has failed to prove the

invalidity of the patents held by plaintiffs. It therefore

follows that defendant is guilty of infringement of both

the Lindstaedt patent No. 2,036,638 and the Turnbow

patent No. 2,091,840, which the court holds to be valid.
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In accordance with its ruling, the court orders the dis-

missal of defendant's cross-complaint, the issuance of a

writ of injunction perpetually restraining defendant from

infringing on the patents set forth in these suits, the

accounting for profits realized by defendant after the

date of issuance of the Lindstaedt patent, and the payment

of costs.

Dated: March 30, 1939.

Michael J. Roche,

United States District Judge.

(Seal of the U. vS. District Court-

Northern Dist. California)
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United States of America )

) SS:
Northern District of California )

I, Walter B. Maling, Clerk of the United States Dis-

trict Court in and for the Northern District of California,

do hereby certify that the annexed and foregoing is a

true and full copy of the original Memorandum Opinion

filled Mar. 30, 1939, in the case of Grover D. Turnbow

et al., plaintiffs, vs. Farmers' Cooperative Exchange et al.,

defendants. No. 4090-R, and case No. 21067-S, Lederle

Laboratories, Inc., ct al., plaintiffs, vs. Farmers' Co-

operative Exchange et al., defendants, now remaining

among the records of the said Court in my office.

In testimony whereof, I have hereunto subscribed my

name and affixed the seal of the aforesaid Court at San

Francisco, this 24th day of November, A. D. 1939.

Walter B. Maling,

Clerk.

By B. E. O'Hara (signed)

Deputy Clerk.

(Seal of the U. S. District Court

—

Northern Dist. California)

[Endorsed] : Filed Mar. 30, 1939. Walter B. Maling,

Clerk. By B. E. O'Hara, Deputy Clerk.


